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In the Court of Appeals of the District of Columbia 


No. 2320. 

I’mteh States ox Bel. Frank S. Lang, Appellant. 

V S. 

Edward Moore. Commissioner of Patents. 


Supreme Court of the District, of Columbia. 


At Law. 


No. 53132 . 


United States ex Pel. Frank S. 

vs. 

Edward Moore, Commissioner of 


Lang, Plaintiff, 
Patents, Defendant. 


United States of America, 

District of Cohuahia , ss: 

Be it remembered That in the Supreme Court of the District 
ot Columbia, at the City of \\ iediington, in said District, at the times 
nereinatter mentioned, the following papers were filed and proceed- 
mgs had in the above-entitled cause, to wit : 


1 Petition for Writ of Mandamus. 

Filed December 13, 1910. 

In the Supreme Court of the District of Columbia. 

At Law. 53132. 

United States ex Pel. Frank S. Lang 

vs. 

Edward Moore, Commissioner of Patents. 

To the Honorable Chief Justice and Associate Justices of the SuDreme 
Court of the District of Columbia: supreme 

The petition of Frank S. Lang, a citizen and a resident of Seattle 
in the County of King and State of Washington respectfully shows- 
1. That heretofore and prior to the twenty-third day of No- 
vemlier 1908, your petitioner was the original, first and sole in¬ 
ventor of a certain new and useful furnace not known or used by 
1—2329a 




2 



r.VI-rai STATES EX REE. FRANK s. t.ANO VS 

SHKBSrr 

more than t v or or t"'""'"," 1 ° r ,h r ver ‘ V ,ht ‘ re,)f . " r 

tJiereon and nol'in mi i , »l*I*li«"ion for Utters Patent 

than t» ,“« r Z I 5 " /p ll ! 1S 1 C ° l,Mtr >' f<)r •«•«« 

And \our petitioner tnrtlier shows that heiim il„. 

commwo^TiwS Kir ii“r 

i-UinpIl^d^/n°an'^pwt* h with X, |l , ," ,#I l I "m-° f ,he V" i,e(l ' S,i "<‘s.' 

said laws. A copyo f L l It, ' ;" ’"''"."’.'‘V""'. requirements of 

••f ... petitio!-,.-; °i^'iv*. !,nd 

marked miumto annexed ami 

*>. I fiat on December <S long . 1 ... l\. • t 

said application rejeete.l all of the ehuV.M t'llerei. '‘"I"* f' """ 0 ° f 
certain prior patents. A corn- of ,l„, if • , , ul • °"reference to 

hereunto annexed and marked “B.” ’ e ,er ° ro J ec,lon is 

t li e ‘ Pa 1L" It °Offi ce 4 ' a?, 1 ' a, n el 111 I ll eT, t' V ' r° 9 ' T'' , '?- ,i ' io " er 
out all of the original claims and inserting three ml’, 1 ’ '‘T'"" -"''V''" 

,he t reof ; l «»Py of said amendment of FtlraVn- iV’ l"i» V I’ " W 
unto attached and marked “C ” • J,) ’ im > ls here- 

l..5i, Jrfi'ufi °„f ‘JZwS i1«0» tlie Ex.. 

3 t*. ti!ZSSS IT'S"': . 

to the patent to Hood \<> doo 4s<t »• ti‘ ' ’ ’ on reference 
77.S.939 The said Kx-iininpr ,U ‘, l ,Mtont <» Vales. X„. 

ment of February l r > lOOp * T 0 (( 0< ( ’ a,,n ^ *md amend- 

e. al. ( No. A^'v'^t e l':M ,0 tJ' ,e \T" V “ H S '""* 

1909. together with conies* of tit, ./ ? 1( *, la l etter of March o, 
hereunto attaelied and marked “D.” 1 '' referre ' 1 is 

<>. That on or about the 3rd dav of \„ril 1000 

scr;;™ = FF 

A copy of said amendnipnt i t v ^ a 1 olaim. 
marked “E.” s hereunto annexed and 

™v i,c& .*o„ 

“w y «»•... .y.i.i., E .ST *,;l . 

fore referred to. \ CO nv of sniH r ° • ‘. nt 1 hereto- 

1909 ,s hereunto annexed and marked 4 o ltetlm M A PriI 21. 

K. That on or about the 13th dav of mu. ionn 
fileil in the Patent Office an amendment™ h{.'«iS^,;'iS!! 1 ,? e,,tl ?nf r 

«ppli„§on „j Jw «M „ C .SB eL’Z 


o 
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ieferenee to the patents to Hood, Dickenson and Yates, and then 
stated m his said letter, that, “The case is given a final rejection.” 
A copy of said Office letter of August 5, 1909 is hereunto annexed 
and marked “II.” 

10 . That on or about the Kith day of October 1909 your peti¬ 
tioner filed in the Patent Office an amendment to his said ap¬ 
plication. directing an insertion in the said application and striking 
out the claim then standing in the application and inserting a new 
claim. A copy of said amendment of October 10, 1909 is hereunto 
annexed and marked “I.” 

11. I hat on November 20. 1909 the Examiner having charge of 
said application wrote a letter stating that “The proposed amend¬ 
ment of October 10. 1909, has not been entered as the case 

4 still stands under the final rejection of August 5, 1909.” A 

copy of said official letter of November 20, 1909 is hereunto 
annexed and marked “J.” 

12 . That on December 10, 1909, the applicant filed in his said 
application an argument of which a copy is hereunto annexed and 
marked “K.” 

14. I hat on the loth day of January 1910 the Examiner having 
charge of your petitioner's said application rendered an action 
therein stating that “Upon reconsideration it is thought the final 
rejection of August d. 1909 was proper, and the case still stands 
thereunder. A copy of which official letter is hereunto annexed and 
marked “L.” 

14. That on or about the 10th day of March, 1910, your peti¬ 
tioner filed in the Patent Office his petition to the Commissioner of 
Patents asking that the Examiner in charge of his application be 
ad\ised that the final rejection of August 5, 1909, was premature 
and that he he directed to proceed with the examination of the 
case and that the proposed amendment of October 16. 1909, be 
entered and considered. A copy of said petition is hereunto an¬ 
nexed and marked “M.” 

lo. That a copy of the Examiner’s answer to said petition, under 
‘late of March 19, 1910, is hereunto annexed and marked “N.” 

10. That the petition having been submitted on brief, the Commis¬ 
sioner of Patents on March 20, 1910, handed down his decision on 
said petition, denying the same and stating that “The action of the 
Examiner was clearly within the rulings of the decisions in ex parte 
Mil lei, 139 O. G . <00; ox parte Perry, 140 O. G. 1001; and ex parte 
Miller lot) O. G. 827. The petition is denied.” A copy of 
«> said decision is hereunto annexed and marked “0.” 

17. I hat the law allows no appeal from the said action 
nf the Commissioner of Patents denying the said petition, and that 
your petitioner has no other appropriate relief, except by way of a 
Writ of Mandamus. 


Your petitioner is informed by his Counsel, and believes that the 
sud Commissioner of Patents erred in refusing to direct the Ex¬ 
aminer to enter and consider your petitioner’s said amendment of 
October 16, 1909. for the reason that: 

The final rejection of August 5, 1909, was unwarranted in law, 
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since it was the first action on the claim presented by amendment of 
July 13, 1900. and since it deprived your petitioner of his statutory 
riidit to a re-examination of the case, as provided by section 4903 
of the Revised Statutes, and since it failed to give your petitioner 
all of the reasons for said rejection and since it gave new reasons 
for said rejection, and since it prevented further prosecution of 
your petitioner’s application without placing the case in condi¬ 
tion for appeal under section 4909 of the Revised Statutes, and 
since it afterward developed, that it was based on decisions of the 
Commissioner of Patents which in themselves were unwarranted in 
law because they were in contravention of the Revised Statutes and 
Rules of Practice, and because they established a rule of practice not 
in accordance with the Revised Statutes and Published Rules of 
I lattice, and particularly Rule 09, and not formally approved by 
the Secretary of the Interior, and because they deprived applicants 
of their right to a hearing, and authorized the Examiners to re¬ 
examine claims in which the applicants did not persist, and 
0 in which re-consideration was not requested, and to act in a 
case while denying the applicant's right to act therein and 
to give two consecutive rejections of a case while refusing to receive 
any intervening communication from the applicant, and because said 
decisions deprived applicants of their right to alter their specifica¬ 
tions after receiving notice of the first rejection, and to amend cases 
which were not under final rejection, and because said decisions were 
discriminatory as between different applicants, and attempt to vest 
m the Patent Office a discretion of permitting or refusing amend¬ 
ment, which discretion is denied to the Patent Office by the Statutes 
and the Courts, and because said decisions purport to authorize the 
1 atent Office to take charge of the nrosecution of applications, and to 
tender an issue on a claim in which the applicant does not persist 
and thus prematurely present to an applicant, the alternative of 
abandoning his ease or undertaking an expensive appeal, and be¬ 
cause said decisions authorize an Examiner to decide on his first 
statutory examination how he intends to decide the ease on his 
second statutory examination thus rendering his second examination 
perfunctory and consequently unfair; and because, in rendering said 
decisions, the Commissioner of Patents exceeded his jurisdiction • and 
for other reasons. 

I V I herefore your petitioner prays: 

That a Rule be made and issue from this Honorable Court direct¬ 
ing the said Edward Moore. Commissioner of Patents to show cause 
\\h\ a fit of Mandamus should not issue commanding him to 
order the Examiner to enter said proposed amendment of October 
Id. 1910. and to re-examine the case thereon; or. in the al- 
* ternative. for such other and further relief as to this Honor¬ 
able Court may seem just and meet, and vour petitioner will 
ever pray. etc. FRANK 8. LANG * 

W. IT. CRTCHTON-CLARKE. 

Solicitor nnd of Counsel for Petitioner 

710 8th St.. X. AW. Washington. D. C. 

C. A. SNOW & CO., 

Of Counsel. 
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State of Washington, 

Count if of K'infj, #w; 

Frank S. Lang, being duly sworn, deposes and says that he is 
ihe petitioner above named, and that the foregoing petition is true 
to lib own knowledge except the matters therein stated to be alleged 
upon information and belief, and as to those matters he believes the 
same to be true. 

FRANK S. LANG. 


Sworn and subscribed to before me this 1st day of December. 1910. 

HORACE BARNES, 

[seal. | Notary Public. 


«s 


G.—Frank S. Lang.—Furnace.—M. L. 0. 
Exhibit “A.” 


This invention has relation to hot air furnaces and it consists in 
the novel construction and arrangement of its parts, as hereinafter 
shown and described. 

The object of the invention is to provide a furnace tor econom¬ 
ically beating cold air and delivering tbe same in a moist condition, 
and. with this object in view, the invention resides in the construc¬ 
tion and arrangement of parts hereinafter described. 

In the accompanying drawings: 

Figure 1 is a vertical sectional view of the furnace: 

Figure 2 is a perspective view of a grate used in the furnace. 

Figures :> and 1 are horizontal sectional views taken on planes 

d and 4, 4, respectively, of Figure 1. ... 

The base section ."> of tbe furnace b divided by a partition (1 to 
alford a centrally disposed ash-pit 7 and an air-receiving chamber 
thereabout. This chamber 8 b open, as at 9. at tbe top, to allow the 
upflow of air into the space enclosed by tbe heater casing 10. Seated 
in journal bearings provided upon tbe diametrically opposite sides 
of the partition 0. and in proximity to the top are trunions 11 of a 
circular grate member 1 2 . having radial arms which may be formed 
integral with the bub Id and tbe rim 14. From tbis rim is a de¬ 
pending lug lo arranged to enter a loop shaped attachment 10 at 
tbe back side of the partition for the purpose of making locked en¬ 
gagement to prevent the turning of said grate member when shak¬ 
ing the other grate member 17, and, at the same time, allow 
0 the tilting of the grate for dumping purposes. 

The grate member 1 < is tbe counterpart of the member 
12 with similar radial arms, a rim. and a hub 18. but is seated for 
rotation upon the member 12 by having its hub 18 extend through 
the hub Id of tbe other, and b rotated bv a shaker-bar 19, having 
one end socketed in the hub 18 and extending through a lug 19' 
upon the rim of the upper member and then through a slot 20 it 
protrudes outside of the heater. Below this slot and communicating 
therewith is an opening 21 in the peripheral wall of the said base 
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section ni m! through which communication is had with the ash-pit. 
A door 11 is .provided tor the opening ’21, and. located directly above 
the slot 20 is another opening 22 with a door 24 for the insertion 
o| a “slice har (not shown) for cleaning clinkers from the top of 
the giate member 1<, and to accommodate such bar, the grate is po¬ 
rtioned at such an elevation as to provide a space 2«> between the 
grate top and the ledge 2b. above which is supported a fire-pot ’27. 
Socketed within the grate hub IS i< an upwardly extending tubular 
member 2S. which is open at tin* bottom and closed at the top. and 
adjacent the latter it is provided with a plurality of holes 20. These 
holes are disposed above the top of the charge of fuel which is pro¬ 
posed to he employed, and they serve to supply air to combine with 
1 he gases emanating from tin* bed of coals, to effect the complete 
consumption of the combustible gases thereof. Said fire-pot is de¬ 
sirably made of increasing diameter toward the top, in order to sus¬ 
tain part of the weight of the fuel, and to prevent its packing, as 
would be — case if it were borne by the grate alone, and 

^ Jl ^ sn h> present a large surface for the separation of the gases 
from the fuel. 

hxteriorly of the fire-pot are radially directed fins .20. and sup¬ 
ported in a circumferential groove provided about the top edge of the 
fire-pot is a conical-shaped hood .21. provided exteriorly with radially 
directed fins 22. Thi< hood is provided at the front with a passage 
• through which access is had for supplying fuel to the fire through 
a door opening 24 in the casing. Lateral openings 25 in the side 
wall< of this passage. (see Figures 1 and 2) communicate with an 
annular radiator 2b. through which the combustion gases normally 
li.ixel. a> indicated by the arrows, to the rear, whence they ascend 
through a flue 2 , into a superposed annular radiator 27' and flow 
forward to ascend through another flue 28 into a like radiator 20 
above, (see figures 1 and 4) from which the gases escape by a smoke- 
pipe 40 to a chimnev. The radiator 2b is in the form of a hollow 
drum with a conical inner wall 2b'. The said wall 2b' is parallel with 
the hood .»! and is spaced from the same, so that the air has an 
unobstructed passage between the same. When starting a fire how- 
ex ei* a by-pass flue 41 may be employed to make communication be¬ 
tween the radiators 2b and 2/' at the front and immediately below 
the flue 28. whereby a more direct travel is had and the flow cor- 
ie>pondiugly increased such as to facilitate the rapid generation of 
heat, so that the draft thus created will suffice to cause a free flow 
of gasesjn the before explained backward and forward course through 
the radiator when the bv-oas* flue is closed by the damper 41' pro¬ 
vided. 

Secured to the casing 10 and about its top edge is an annular 
trough 42 for the reception of water, and carried by this 
11 trough is the casing cap 42 provided with an opening 44. 

where-through the trough is from time to time replenished 
with water, and for which is provided a remowable closure 45. 

Hot air pipes 4b are connected through openings 47 in the said 
cap with the interior of the casing, and an air supply pipe 48 is pro¬ 
vided to admit air into the heater base about the ash-pit. 
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Passage-wavs 49 are provided to make connection between the 
radiators 37' and 39 respectively, with openings in the casing wall 
and caps for removing soot deposits from the radiator when cleaning 
the same, and at other times these ways would he closed by a door, 
such as 50. 

When a fire is burning in the fire-pot air for heating purposes 
enters the base through the pipe 48, and, being acted upon by the 
heat radiated from the various surfaces with which it contacts, as¬ 
cends into the space beneath the casing cap 43, whence it is distrib¬ 
uted through the pipe 4<> to the places were employed. 

In thus flowing from the casing the heated air traverses the 
trough 42 and takes up moisture to temper the air prior to ks de¬ 
livery. 

As is evident, from an inspection of the drawings, the air, in its 
movement from the supply pipe 4<S to the delivery pipe 40 Mows 
over and about the various surfaces of the apparatus from which it 
derives its heat. 

Having described my invention, what I claim as new, and desire 
to secure, by Letters Patent, is: 

1 . A furnace comprising a fire-pot, a conical hood resting 

12 upon the upper edge thereof and having a lateral opening, a 
grate supported at the lower end of the pot and a tubular 

member supported by the grate and disposed within the pot in aline- 
ment with the apex of the hood. 

2. A furnace comprising a fire-pot, a conical hood resting upon 
the upper edge thereof and having a lateral opening and being pro¬ 
vided upon its exterior with laterally disposed fins, a grate supported 
at the lower end of the pot and a tubular member supported by the 
grate and disposed within the pot. and a radiator located about the 
hood and fins and connected with the lateral opening thereof. 

3. A furnace comprising a fire-pot having upon its exterior later¬ 
ally disposed fins, a hood resting upon the upper end of the pot and 
having lateral openings, and provided upon its exterior with laterally 
disposed fins, a grate supported at the lower end of the pot, and a 
tubular member supported by the grate and disposed within the 
pot and radiators located above the hood and fins thereof and con¬ 
nected with the lateral opening thereof. 

4. A furnace comprising a fire-pot, a conical hood resting upon 
the upper end of the pot, and having a lateral opening, a radiator 
surrounding the hood and having an inner wall parallel therewith 
and spaced from the hood, said radiator connecting with the opening 
in the hood, a grate supported below the pot and a tubular member 
supported by the grate and disposed within the pot. 

5 . In a furnace, the combination with a suitable casing 

13 provided with peripherally disposed openings in the prox¬ 
imity of its top. of a water receptacle arranged to have the 

heated air from the furnace pass thereover in its escape through said 
openings. 

6 . In a furnace, the combination with a casing, a grate, a fire-pot 
and a conical hood for the fire-pot, of a radiator surrounding said 
hood, and spaced from both the casing and the hood. 
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,. '• i 1 ." n furnace, the combination with a easing provided with a 
plunilm of oj> e "ings in its |>eriphoral wall, a grate, a fire-i>ot, and a 
conical hood tor the fire-|«>t. of a radiator surrounding said hood and 
spaced Iron, both the casing and the hood, said radiator having a 
toiiKal-shujied inner wall and a water receptacle over which the 
heated air is caused to pass in its How through the said openings 
, A furnace provided with a casing having air inlets at its bottom 
a id outlets at its top tor the escape of heated air and smoke, a fire- 
;o a conical hood tor the hre-pot. a plurality of superposed radiators 
il.icli ate spaced with respect to each other and from said easing and 
hood, and Hues connecting the radiators and arranged to cause the 
courses of gases from the tire-pot to said smoke outlets to How alter- 

radh! tors' ,il< k " i,nl al " 1 ,or ' Vil id directions through the successive 

t». A furnace provided with a casing having air inlets at its bottom 
and outlets at its top lor the escape of heated air and smoke, a fire- 
pot, a conical hood for the fire-put, a plurality of superposed 
14 radiators which are spaced with respect to each'other and from 
said casing and Imod. Hues connecting the radiators and ar- 
ltinged to cause the courses of gases from the tire-pot to the said 
smoke outlets to How alternately in backward and forward direc- 
lons through the successive radiators, a by-pass Hue connecting the 

two lowermost radiators, and a draft damper for controlling the 
openings in the by-pax* fine. 


(Here follow diagrams marked pages 15 and 1(3.) 


1' Exhibit “B.” 

I)iv. 19, Room *23(3. 

All communications should be addressed to ‘ The Commissioner of 
Patents. Washington, I). C. 

C. A. II. 

All communications respecting this application should <dve the 
serial number, date of filing, and title of invention. 

Department oi- the Interior, 
l nited States Patent Okeice, 
Washington. I). C., December 8. 1908. 

U. S. Patent Office, 
Dec. 8, 1908. 
Mailed. 

Frank S. Lang, c 'o C. A. Snow & Co.. Washington. D. C.: 

Please find below a communication from the Examiner in charge 
of tour application. #404.119, tiled November 24 1908 for Em* 

nace - E, H. MOORE, 

Commissioner of Patents. 
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Claims 1, 2. 3. 4, and 0, are rejected as defining nothing patentable 
over the patent to: 

Berry, #801,824. Oct. 10. 1905. Class 120-99. 

There is apparently no coaction between the particular form of 
grate shown in applicant’s furnace and the rest of the device so that 
this should not he claimed in this application. For a similar grate, 
see the patent to: 

Drain, et al., #220,003. Apr. 20, 1880, Class 110-75. 

Claim 5 is rejected on the patents to: 

Bilev, #783.592, Feb. 28, 1905, Class 120-99. and 
Still 104,225, June 14. 1870, 

Chatard, Jr., 118,195, Aug. 22, 1871 “ 

18 Claim 7 is rejected on the patent to: 

Dickinson, #505,510 Sept. 20, 1893, Class 120-102, in 
view of the above patents to Riley. Still and Chatard, Jr. 

Claims 8 and 9 are rejected as apparently defining nothing patent¬ 
able over the patent to: 

Yates. #778,939. Jan. 3, 1905. Class 120-99. 

19 Exhibit “C.” 

G. W. 

Boom 230. 

Frank S. Tang. Furnace. Filed Nov. 23, 1908. Serial No. 

404,119. 

lion. Commissioner of Patents. 

Sir: In response to Office letter of Dec. 8th, 1908, the above enti¬ 
tled case is amended as follows:— 

Strike out the claims and insert:— 

1 . In a furnace a fire pot, a hood located upon the same, a radiator 
surrounding the hood, a passage connecting the interior of the 
hood with the interior of the said radiator, a second radiator located 
above the first said radiator, a passage connecting the said radiators 
together and located at the opposite side of the hood from the passage 
which connects the hood with the first said radiator a second passage 
connecting the said radiators together and located directly above 
the passage which connects the hood with the first said radiator, and 
a damper for closing the last said connecting passage between the 

radiators. . 

2. A furnace comprising a casing, a fire-pot, located therein, a 
hood located upon the fire-pot, a radiator surrounding the hood, a 

passage connecting the interior of the hood with the interior 

20 of the said radiator, said casing having an opening located 
opposite the end of the said passage which communicates 

with the radiator, said opening in the casing also communicating 
with the radiator. 

3. In a furnace a fire-pot, a hood located upon the same, a radiator 
surrounding the hood, a passage connecting the hood with the 
radiator, fins located upon the exterior of the hood and being approx¬ 
imately coincident in length with the length of the hood and spacing 

le said hood from the radiator. 

2—2329a 
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Remarks. 

rhe claims patentably distinguish applicant’s invention over the 
prior art tor the following reasons:_ 

Claim 1 herewith ,-ul.niitte.I specifies that a plurality of radiators 
ate located alxmt the hood and are connected together'in a peculiar 
nianner whereby a circulation of the products of combustion 'is 
effected for the purpose of effectually heating the incoming air: also 
the arrangement is ol such nature that when the lire is started one 

draft l ” LSSUgt ‘ S °l ,e,,e,i f "f >*'e purpose of effecting a direct 

Claim 2 herewith submitted specifies that the opening in the cas¬ 
ing is located directly opposite the outlet of the passage which com¬ 
municates with the hood and the radiator. Therefore, the said 
passage performs a double function, namely; that it affords an open¬ 
ing through which the fuel may be introduced into the fire-pot and 

also affords means of exit id' the products of combustion from the 
nre-pot. 

Claim 3, herewith submitted, patentable distinguishes a p- 
31 pi leant s invention from the references cited in that it specifies 
the nils located upon the exterior id' the hood, and their 
specific relation to the radiator which surrounds the hood. 

As the features of the several claims herewith submitted are not 
seen in the references, and are believd to be new. an allowance of the 
submitted claims is asked. 

Respectfully submitted. 

FRANK S. LANG, 

By — —, 

Washington, I). C., Jan. 27th, 1909. ’ Att ys. 


22 2-260. 

Exhibit “I).’* 

Div. 19, Room 236. 

All communications should be addressed to “The Commissioner of 
Patents, Washington, I). C.’’ 

R. R. C. 

Paper No. 3—(Rej.). 

All communications respecting this application should give the 
serial number, date of filing, and title of invention. 

Department of the Interior, 

United States Patent Office. 
Washington, D. C., Mur. 5, 1909. 

U. S. Patent Office, 
Mar. 5, 1909, 
Mailed. 
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F. S. Lang, care C. A. Snow & Co., Washington, D. C.: 

Please find below a communication from the Examiner in charge 
of your application, for Furnace, filed Nov. 23, 1908, Serial No. 
464,119. 

E. B. MOORE, 
Commissioner of Patents. 


This case has been considered as amended Feb. 15, 1909. 

Claims 1 and 2 are rejected on the patent to Ilood, 302,489, -July 
22, 1884. Class 126-102. or the patent to Yates, of record, especially 
the form shown in Fig. 3 of thi< latter patent. 

Claim 3 is rejected as defining nothing patentable over either the 
patent to Berrv, of record, or the patent to \ an Stone et al., 334,310, 
Jan. 12, 1886', Class 126-102. 


) 


23 Exhibit “E.” 

Room 236. 

G/D. J. W. 

F S Lang Furnace. Filed November 23, 1908. Serial Number 

464,119. 

Honorable Commissioner of Patents. 

Sir: In response to the Office letter of March o, 1909, amend the 
above entitled case as follows: 

Strike out the claim and insert : 

A furnace eomprising a casing, a fire pot located therein, a hood 
located upon the fire pot and having a single passage, a radiator 
surrounding the hood, said passage connecting the interior of the 
hood with the interior of said radiator, a passage in alignment with 
the first said passage and communicating at one end with the interior 
of the radiator and at its other end with the exterior of the casing 
and a closure for the last sai l passage. 

Remarks. 

The submitted claim patentably distinguishes applicant’s invention 
over the prior art in that it specifies that the hood is provided with a 
single passage and this passage performs a double function, namely 
that of affording means of exit for the smoke and products of com¬ 
bustion from the interior of the hood and also a passage way 

24 wherebv fuel may he placed into the fire pot. 

An additional advantage gained by this structure is that the 
hood is connected bv a single passage only with the means for in¬ 
troducing fuel and the means of exit or radiators surrounding the 
same and consequently as the said hood is subjected to heat and con¬ 
tracts and expands as the result thereof it is not liable to warp or 
break its connection with those parts to which it is positively at- 
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tax-bed not as much so as if several connections were provided. It 
als 9 ^ see1 . 1 the passage which communicates with the in¬ 
terior of the casing and the interior of the radiator mav he employed 
for the purpose of permitting a draft of relatively cooj air to mingle 
with the products of combustion as they leave the hood and thus by 
the introduction of air having a maximum amount of oxygen car¬ 
bon monoxide gas is consumed and a certain amount of combustion 
occurs in the radiator. In those structures shown in the references 
wherein a passage is provided leading from the exterior of the casing 
to the interior of the hood the said passage is so located that it can¬ 
not he advantageously employed for permitting cold air to enter the 
products of combustion from the hood and have the same result a< 
can he obtained without the construction of applicant for the reason 
that m those structures shown m the references the cold air would l>e 
admitted directly to the fire pot and hence would he deprived of some 
of Its oxygen by contact with the fire. This disadvantage applicant 
a\oid> hv the specific arrangement of said parts. 

... Having pointed out wherein applicant's invention pat- 

-•> entardy distinguishes over the prior art an allowance is asked 
hespcctfully submitted. 

F. S. LANG. 


Washington. IX C.. April 3. 1000. 


A tinmen*. 


Exhibit “F.” 

2-260. 

R. R. C. 

Div. 10, Room 236. 

All communications should he addressed to The Commissioner of 
Intents. Washington. IX C.” 

Paper No. .I—(Koj.). 

All communications respecting this application should give the 
soiled number, date of filing, and title of invention 

Department of the Interior, 

I nitei) States Patent Office. 
Washington, D. C.. April 21, 1000. 

U. S. Patent Office, 
Apr. 21. 1000, 
Mailed. 

F. S. Rang, care C. A. Snow & Co.. Washington, D. C.: 

Please find below a communication from the Examiner in charge 
4t)/ll9 !l,>1 ’ Kat, ° M ' 01 Flmim ' e ’ lilc(1 Xov. 23, 1908, Serial No. 


E. B. MOORE, 
Commissioner of Patents. 
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This ease has been considered as amended April 3, 1909. 

The claim fails to define anything patentable over the Patent to 
Hood, of record, and is therefore rejected. This patent to TIood dis¬ 
closed a structure similar to applicant’s device and having the same 
action, with the addition of a separate radiator, hut it would 
27 require no invention to dispose with this second radiator, 
that is, it does not require invention to dispense with certain 
elements of a device when there is no new action obtained thereby. 




28 Exhibit “G. 

Room 236. 
G/D. J. W. 


F. S. Lang. Furnace. Filed Nov. 23, 1908. Her. No. 464,119. 

To the Honorable Commissioner of Patents, Washington, D. C. 

Sir: In response to the Office letter of April 21, 1909, amend the 
above entitled case as follows: 

Strike out the claim and insert: 

A furnace comprising a casing, a fire pot located thereon, a hood 
located upon the fire pot. a continuous radiator surrounding the hood 
and spaced therefrom, a passage bridging the space between the hood 
and the radiator and connecting the interior of the hood with the 
interior of said radiator, a passage in alignment with the first said 
passage and communicating at one end with the interior of the radi¬ 
ator and at its other end with the exterior of the easing and a closure 
for said passage. 

Remark*. 

The submitted claim patcntablv distinguishes applicant’s inven¬ 
tion over the reference Hood in that it specifies that the radiator 
surrounding the hood is continuous and spaced from the hood. The 
radiator shown in the reference Hood is not continuous and 
29 at its ends joins with the dome which corresponds to ap¬ 
plicant's hood. By this arrangement applicant acquires a 
more symmetrical device and a compact arrangement of parts and at 
the same time a maximum extent of heating surface is exposed to the 
cold air as it passes through the furnace. 

Tn view of the advantages mentioned and as the difference ex¬ 
pressed in terms in the claim an allowance is asked. 

Rcspectfullv. 

F. S. LANG, 

By-, 


Washington, D. C., July 13, 1909. 


Attorneys . 
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30 Exhibit ‘*11.” 

2 - 260 . 

R. R. C. 

I)iv. 19, Room 236. 

All communications should ho addressed to ‘‘The Commissioner of 
Patents, Washington, D. C." 

Paper No. 7—(Fin. Rej.). 

All communications respecting this application should give the 
serial number, date of filing, and title of invention. 

Department of the Interior, 

United States Patent Office. 
Washington, D. C.. Aug. 5, 1909. 

U. S. Patent Office, 
Aug. 5, 1909, 
Mailed. 

Frank S. Lang, care C. A. Snow & Co., Washington, D. C.: 

Please find below a communication from the Examiner in charge 
of vour application, for Furnace, filed Xov. 23, 1908, Serial No 
464,119. 

E. B. MOORE. 

Com missioner of Patents. 

This case has been considered as amended July 13, 1909. 

Pile claim is rejected on the patents to Hood. Dickinson and 
Yates, of record, it is held it would not require invention to form 
the radiator in ITood device entirely separate from the combustion 
chamber leaving ;i space between them on all sides of the combustion 
chamber in view of Yates and Dickinson. Nor would it 

31 require invention to place the fuel opening to the combustion 
chamber in the Yates device in line with the passage L lead¬ 
ing from the combustion chamber to the radiator in view of Hood. 

The case is given a final rejection. 

32 Exhibit “I.” 

Room 236. 

G./B. A. S. 

Frank S. Lang. Furnace. Filed Nov. 23. 1908. Serial No. 464,119. 

Honorable Commissioner of Patents. 

Sir: In response to Office Letter of Aug. 5, 1909, amend the 
above entitled case as follows: 

After the last line of page 7 insert: 

“Therefore it will be seen that a furnace structure is provided in 
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which is located a radiator 36 having a conical inner wall 30'. 

However, the conical hood 31 continues its taper above the upper 

edge of the wall 30' and enters the central opening in the radiator 

37'. Thus the surrounding air as it ascends converges to a single. 

column in passing through the center of the radiator 39. By such 

an arrangement the air at the axis of the furnace is the hottest and 

consequently moves with greater velocity and carries a greater bod\ r 

of air over the hot surface of the hood 31 as well as wiping against 

the hot surfaces of the tins 3*2. These tins 32 serve as supports for 

the radiator 36 which in turn support the superposed radiators 

33 37' and 39. Thus allowing the radiator to be constructed 

of relatively thinner sheets (with correspondingly increased 

conductivity) than would be the case if the radiators were con- 

structed of metal having sufficient material to be self-sustaining or 

side supported. Therefore the feature of the hood 31 with the 

radially disposed tins which effectually support a light radiator 

structure is important. It is economical to make and increases the 

durability and efficiency of the furnace structure.” 

%} * 

Strike out the claim and insert in lieu thereof the following. 

“A furnace comprising a fire-pot, a conical hood located thereon 
and having upon its exterior radially disposed fins, a radiator sur¬ 
rounding the hood and having an inner conical wall which rests 
against the outer edges of said fins, the upper end of the conical 
hood projecting above the upper edge of the conical wall of the 
radiator, and an unobstructed air column passage located above the 
upper end of the hood.” 


Remarks. 

While it is true the Examiner cited no new references in con¬ 
nection with the rejection included in the last Official action still 
his rejection was accompanied by a new reason. The reason set forth 
by the Examiner may be acceptable to applicant and in fact appears 
to be. However, it presents the situation to applicant in a light not 
heretofore presented and applicant has not had an opportunity to 
coincide with the reason or traverse the same. The fact that a 
34 reason is assigned in conjunction with the rejection (such 
reason in effect being that the change set up in the claim 
does not amount to invention over the showing made in the ref¬ 
erences) is evidence of the fact that applicant made a bona fide at¬ 
tempt to avoid the structures shown in the references. 

Therefore, it is asked that the Examiner reconsider his action in 
giving a final rejection in view of the reasons stated and also in 
view of the fact that the said final rejection does not seem to be in 
accordance with the doctrine handed down in recent decisions gov¬ 
erning such cases. 

It is thought that the amendment to the specification hereby made 
will clearly set forth the advantages of applicant’s difference in struc¬ 
ture over the structure shown in the references and as the submitted 
claim specifically includes structural differences, it is thought that 
the said claim should receive favorable action. 

In order that the advantages incident to applicant’s structural ar- 
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rangement may be more positively included in the record \ cir- 
uilar descriptive of applicant furnace is herewith filed and made a 
part of tlie record. In addition to the structural ad van tag™ the 
said circular sets forth trade advantages, and it is thought \hat in 

Mew ot the showing made that the claim should receive favorable 
consideration, and such action is asked. i.ivor.mte 

liespectfully submitted. pR \\R g f »v,, 

Bv—‘ 


Oct. 14. 1900. 


> 

A ttorneyx. 


^ Exhibit “.T.” 

2-260. 

I>iv. 19, Room 236. 

Address only The Commissioner of Patents, Washington. I). C. 

K. R. C. 

Paper No. 9— (I.et.). 

All communications respecting this application should give the 
'* i la I mimber. dale of tiling, and title of invention. 

Defartmext of the Interior, 

Exited States Patent Office, 
Washington, 1). C., Nov. 20, 1909. 

Stamp. 

*'• I-oog. care C. A. Snow & Co.. Washington. D. C.: 

Please find In-low a communication from the Examiner in charge 
404 V U9 for filed Nov. 2d. liltl.s. s.aial No. 

E. B. .MOORE, 

Co m m ission er of Paten ts. 

The proposed amendment of Oct. 10, 1909. has not been entered 
as the case still stands under the final rejection of August 5, 1909. 

6^ Exhibit “K.” 

O./B. A. S. 

Room 236. 

Frank S. Lang. Furnace. Filed Xov. 23. 1908 Serial 

464,119. * * 

Honorable Commissioner of Patents. 

Sir: The contents of Office Letter of Xov. 20. 1909. have been 

i'emo i 'i'" a a :l |" IS asked that the amendment submitted Oct. Hi 

1909. be admitted and the claim ..yiug the said amendment 

be given i.sideration in view of the art. m 


EDWARD MOORE. If 

It is thought that the final rejection in this case is clearly nrenia* 
ure and i, not in accord with the doctrine of any deciWor S 

m.Tioi/nn !>' U gU,e< r° r - he 1>ur P° se of gu'dii'g an Examiner in his 
upon the OiHce aPP Ua l ° ,,reVenl the ini I K ” ihio " «>f undue labor 

-ioner a i!i°wb!vh e | |? L " e " " r'' 1 ' h i ,ve boe " V l » ml "l Mm l»y the Commit 

and 6 ^ 1 which the e i>* l e ' S ,<)n 0 r^ IIe,llll i ,Ure Hnil1 le J e, ' tion is involved 
ana in *mth the <lecisions indicate the propriety of final rejection 

notwithstanding amendment to the claims the' records are volu- 

prosm'utioi!" .nT hu ! ,lle ;. (i '.-es appear to have received mature 
prosetution and consideration. Issues of such definite nature have 

lieen leached as to preclude the necessity or advisability of 

entering u|«.n the records at the time of final rejection 

aag-mentarv statements. Statements which might be 

rec rd?'i , ’tho e'""" 0 "!* " f ' vl " Vl l ’. mi « lu »* admitted. The 
let outs n those cases show that the applicant's actions indicate more 

of mn ‘ Is m< '.| lv nitentions to prolong the prosecutions with a view 
ot unnecessarily prolonging the pendency of the applications before 
he Examiners. I ndcr such conditions final rejection might i'e 
proper, notwithstanding the tune honored practice (strictly fol¬ 
lowed until but recently) set forth in ex parte (iriswold .50 (). (i 888 
and ex parte Slaughter 1908, C. 1). 2*27. 

,.m BUt n ! tlle (u'^ent instance the conditions arc not the same. The 
ttico actions in applicant s record are not numerous. Certainly it 
cannot be belli that four olliee actions should be the limit and that 
b\ the fourth action allowance must be had or final rejection given. 

it , !i ne ;: os ' ar . v condition ]irecedenl to summarv final rejec¬ 
tion, that the office actions shall be numerous; the full measure has 
not been delivered to applicant; especially so if e .x partefiller and 
ex parte 1 erry are accepted as standards. 

In the present, instance the prosecution has not arrived at a con- 
clusion lor with each and every amendment applicant has included 
a statement of reasons selling forth why and in what respects the 
submitted claim or claims avoided the art as shown, and the cita¬ 
tions as understood by him. lie has not merely submitted a new 
claim and asked allowance, but also has endeavored to point out 
patentable differences. In other words lie had made bona fide 
amendments with a view of securing the allowance of that 
to which he is entitled in view of the state of the art Not 
amendments simply to prolong the life of the case before 
the Examiner. In the present instance a definite issue was not 
reached at the time of final rejection, for the reason that in the 
lettei ot final rejection the examiner included an argumentarv 
statement or reason not before presented. Aside from the question 
of final rejection a statement may be traversed or admitted and 
without admission or denial in fact it may be accepted in us fi- 
cation of the Examiner’s position in refusing to allow a claim to 
which it specifically applies. But it is an evidence that the allow¬ 
ance of the claim should not be refused upon the record minus such 
statement. I his statement of reason on the part of the Examiner 
could not have been entered earlier in the record for the reason that 

3—2329a 
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the prosecution oi the case has not advanced to such a degree as to 
warrant its presence. At an earlier date it would not respond to 
anything set forth in the claim or claims, therefore the reason for 
tlie Examiner s exercise ol discretion is apparent. Until applicant’s 
claim is rejected twice "for the same reasons'’ he has no right to 

appeal, if the provisions of Sec. 4909 of the Revised statutes are 
strictly adhered to. 

For these and other reasons it is thought that upon review of the 
record the Examiner will conclude that applicant has acted in 
good faith to properly bring his case to a definite issue and at an 
earl} date. 1 hat he has performed no act of omission or commis¬ 
sion which would justify the imposition of harsh or summarv treat-' 

granted *° prevent unnetes *"'. v hardship this request should be 

Attention is called to the doctrine handed down bv the Su- 

• ^!" e .9 IJ i U ri_ ln l, ! e decision of the case of Toplif vs. Toplif 
oJ O. (,. 125, as follows: "The object of the patent law is to 
■secure to inventors a monopoly of what they have actuallv invented 
or discovered and it ought not to be defeated bv a too‘strict and 
technical adherence to the letter of the statute, or bv the implicit- 
tion ol artificial rules and interpretations.” 

Respectfully submitted, 

FRANK S. LAND. 

By- 

Dee. 9, 1909. ’ 


™ Exhibit “L.” 

2-260. 

Div. 19, Room 23<>. 

Address only The rommissioner of Patents. Washington. I). (\ 

R. R. C. 

Paper No. 11—(Let.). 

All communications resecting this application should (>ive the 
serial number. date of filing, and title of invention. " 

Department of the Interior, 

United States Patent Office 
Washington, 1). C., January 15. 1910. 

Stamp. 

Frank S. Lang, care C. A. Snow & Co., Washington. I). C.: 

Please find below a communication from the Examiner in eharee 
49LI 19. appllKat,0 “> for Furnace, filed Nov. 23, 1908, Serial So. 


E. B. MOORE, 

Commissioner of Patents. 
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This case has l>een considered in connection with argument filed 
Dec. 10, 1909. 

Upon reconsideration it is thought the final rejection of August 
5, 1909, was proj>ei\ and the case still stands thereunder. 

Further no basis is shown in the original disclosure for applicant’s 
right to enter the claim and amendment filed October 16, 
41 1909, as it was not stated originally how the radiator was 

supported, and it was not shown supported on the radiating 
fins, in fact the radiator was shown spaced from the outer edges of 
these fins, particularly in Figs. 1 and 3. 


42 Exhibit '‘M.” 

Pctitimi to the Commissioner from the Decision of the Primary 

Examiner. 

In the United States Patent Office. 

Frank S. Lang. Improvement in Furnace. Filed November 23, 

1908. Serial No. 464.119. 

To the Honorable Commissioner of Patents: 

Through his attorneys your petitioner avers: 

That he is the applicant above named. 

That said application was filed in the United States Patent Office 
on November 23, 1908. 

That as originally filed the said application included nine claims: 

That in his first action upon the case dated December 8, 1908, 
the Examiner rejected all of the said nine claims citing references 
against the same. 

That by amendment filed in the Patent Office February’ 15. 1909, 
your ]>etitioner canceled the said claims and in lieu thereof sub¬ 
stituted three new claims and accompanied the said amendment by 
an argument or statement as to why each of the said claims avoided 
the prior art. 

That by Official action dated March 5. 1909, the Examiner re¬ 
jected the last said claim in view of two new references not 

43 previously cited. 

That by amendment filed in the Patent Office April 3, 
1909. your petitioner canceled the three said claims and in lieu 
thereof substituted a single claim and at the same time submitted 
an extensive argument pointing out wherein the said claim patent- 
ably distinguished applicant’s invention over the prior art. 

That by Official action dated April 21, 1909, the Examiner re¬ 
jected the last said claim stating as his reason that the same failed 
to define anything patentable over the patent to Hood of record. 

That by amendment filed in the Patent Office July 13, 1909, the 
last said claim was canceled and a new claim was substituted in its 
stead and that the said amendment was accompanied by an argu¬ 
ment showing wherein the applicant’s structure differed patentably 
from that shown in the reference Hood. 
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That by Official action dated August ♦>, 1000. the Examiner finallv 
rejected the last said claim in the following terms. “The claim is 
rejected on the patents to Ilood, Dickinson and A ates, of record. 
It is held it would not require invention to form the radiator in 
Ilood device entirely separate from the combustion chamber leav¬ 
ing a space between them on all sides of the combustion chamber 
in view of A ates and Dickinson. Nor would it require invention 
to place the fuel opening to the combustion chamber in the Yates 
device in line with the passage L leading from the combustion 
chamber to the radiator in view of Hood. 1 he case is given a final 
rejection.'” 

This letter of final rejection nullities a new reason for 
rejection not precious!if presented fnj fJte Kxaminer. 

That bv amendment filed in the Patent Office October Hi, 1900, 
your petitioner attempted to add an amendment to the specification 
and offered a new claim in substitution for that finally rejected and 
< ailed the Examiners attention to the fact that such final rejection 
was premature and asked his reconsideration of the same in view 
of reasons set forth at length in the said amendment submitted Octo¬ 
ber 10. 1909. 

I hat by Official action dated November 20. 1909. the Examiner 
refused to enter the proposed amendment in the following terms: 

1 he proposed, amendment of October 10. 1909. has not been entered 
as the case still stands under the final rejection of August 5. 1909.” 

That by argument filed in the Patent Office on December 10. 
1.909. your petitioner again asked reconsideration of the final rejec¬ 
tion noted and pointed out at length wherein the said final rejection 
was premature and contrary to the practices and rides in such cases 
made and provided. 

I hat by Official action of January 15. 1910. the Examiner in¬ 
sisted that the final rejection of August o. 1909. was proper and 
should still stand and by way of objection to the proposed amend¬ 
ment stated: “further no hasi> is shown in the original disclosure 
for applicant’s right to enter the claim and amendment filed Octo¬ 
ber 10. 1909. as it was not stated originally how the radiator was 
supported, and it was not shown supported on the radiating fins, in 
fact the radiator was shown spaced from the outer edges of these 
fins, particularly in Figs. 1 and 3.” 

15 Therefore your petitioner requests that the Examiner in 

charge of said application be advised that such final rejection 
was premature and that he be directed to proceed with the examina¬ 
tion of the case and that the proposed amendment be entered and 
made a part of the record and receive consideration and action. 

A hearing of this petition i< waived and in lieu thereof a brief is 
submitted in support of your petitioner’s contention. 

FRANK S. LANG. 


Attorneys for Applicant, 
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46 


Exhibit “N.” 


In the United States Patent Otiiee. 


U. S. Patent Otiiee, 
Mar. 19, 1910. 

Mailed. 

Before the Commissioner of Patents on Petition. 

In re Application of Frank S. Lang. Furnace. Filed Nov. *28, 1908. 

Serial No. 464,119. 

Examiner * .1 n*iver. 

This is a petition from the action of the examiner in making final 
the rejection of August 1009. 

The petitioner contends that the final rejection was “unwarranted 
in law. harsh in measure, and contrary to the equities involved.” 

He argues that the final rejection was unwarranted in law (prema¬ 
ture) because the “letter of final rejection included a new reason for 
rejection not previously presented by the Examiner.” 

In this the petitioner appeal's to lie in error. The reason and only 
reason for rejection wa> want of patentable novelty, the differences 
defined by the claim over the Hood patent not involving invention 
in view of Yates and Dickinson. W ant of patentable novelty is the 
ground urged against the claims from the beginning and no new 
evidence sustaining this ground has been advanced since the second 
letter of rejection. It is true that the examiner varied 
47 slightly the application of the references in the letter of final 
rejection, but this was brought about by the inclusion in the 
claim, finally rejected, of an unimportant limitation not included in 
the claim for which it was substituted, viz., that the radiator was 
“spaced from the hood. The patents to Yates and Dickinson, then 
of record, were referred to in the letter of final rejection merely as 
showing a radiator “entirely separate from the combustion ehaml>cr 
leaving a space between them on all side* of the combustion cham¬ 
ber.'' a fact of which the petitioner should have taken notice when 
amending his application. This was certainly no new reason for 
rejection. If so. then it would be quite impossible for an examiner 
to close the prosecution of an application before him for in most eases 
an applicant can drag into a new claim some unimportant features, 
not before included in equivalent claims, such as mere differences 
of degree, of form, of proportions, of arrangement of parts, etc. etc.; 
and if an examiner performs his duty it is necessary for him to pass 
judgment upon the question as to whether such features are im¬ 
portant or unimportant in view of the prior art. The contention, in 
effect, that whenever a claim is varied in such a way as to call for a 
variation in the statement of the ground of rejection, a new reason 
for rejection is given, has no foundation in fact or in law and is cer¬ 
tainly contrary to the spirit of the decisions of the office. The state- 
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inents of the ground for rejection may have varied but the ground 
for rejection remained the same. 

I he |petitioner contends that the final rejection was a “harsh meas¬ 
ure*' because “taken in the initiators' stages of the prosecu- 
48 tion of the application. 

The record shows that the rejection was not made final 
until tin* fourth letter of rejection and that no new references were 
cited after the second letter of rejection. The petitioner has failed to 
advise the Office just when the “initiators' stages” of the prosecution 
of an application ends. Certainly the applicant was given ample 
opportunity to place his case in condition for final action before the 
prosecution thereof before the examiner was closed; and it was his 
<lut\. with the prior art l>efore him. to amend his application with 
that end in view by presenting his full case. 

With respect to the “equities involved.” the petitioner has failed 
lo show wherein he has been deprived of any equitable rights. The 
truth appears to he that he has a false notion of is right*. He seem* 
to think that he is entitled not only to present in his own way and at 
hi* mvn convenience the matters which fall within the original dis- 
closures but also to explore the regions outside of his original di*- 
elosure* (see proposed amendment of Oct. Id. 1000. and office letter 
nf *hm. In. 1010V To reopen the ca*e. therefore, would bring up a 
new field for investigation. 

'Phis case seems to fall clearly under the recent decisions of the 
office hearing on this question (Ex parte Miller 180 O. 0.. 780; 
ex parte Perry 140 O O. 1001 ; and ex parte Miller WO O. (J.. 827V 
TJcs|>eotfully submitted. _ 


March 10. 1010. 
R. R. C. 


Examiner, Pit '■ixinH 10. 


49 Exhibit “(V* 

Letter No. —. 

Add res- only the Commissioner of Patents. Washington, 1). C. 

E. E. 0. 


Department of the Interior. 

United States Patent Office, 
Washington. I). C, March 26, 1010. 

In the Matter of the Application of Frank S. Lang. Furnace. 
Piled Nov. 28. 1008. Serial No. 464.110. 

Petition. 

Sir: You are hereby informed that the altove petition has been 
denied by the Commissioner. Please find enclosed herewith a copy 
of the decision. 

By direction of the Commissioner: 

Very Respectfully, W. F. WOELARD, 

Chief Clerk. 

Frank S. Lang, c/o C. A. Snow’ & Co., Washington, D. C. 
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50 N. C. 

In the United States Patent Oflice. 

Ex Parte Frank S. La no. 

Appl ication for Patent. 

Petition. 

Furnace. 

Application filed November 2d, DOS, No. 404.1 D. 

Messrs. C. A. Snow A Co. for applicant. 

This is a petition that the examiner he advised that the final re¬ 
jection entered in this case August • ), D09 was premature. 

The application as filed contained nine claims which were all re¬ 
jected in view of certain references. Applicant thereupon presented 
three claims in place of these. They were also rejected in view of 
references. The application was then amended by the presentation 
of one claim in place of these rejected, which claim was rejected on 
the patent to Hood, cited in the previous office letter. Applicant 
again amended by presenting a new claim which claim was finally 
rejected in view of the patents to Hood, Dickinson and Yates, all of 
record, the latter two having been cited in the first office letter. Ap¬ 
plicant then presented an amendment containing an addition to the 
specification and one new claim with directions to cancel the 

51 claim already in the case. The examiner refused to admit this 
amendment as the case was under final rejection, and after 

this action was repeated the present petition was taken. 

The action of the examiner appears to have been right. The claim 
which was finally rejected differed from that previously presented 
only by reason of the statement that the radiator which surrounded 
the hood was “spaced therefrom.” Such a construction is shown in 
the patents to Yates and Dickinson and the action of the examiner in 
calling attention to these references did not constitute a new ground 
of rejection. It is to l>e noted furthermore that original claims 7, 
8 and 9, which were rejected in view of the patents to Dickinson 
and Yates and which were cancelled by the applicant in view of this 
rejection, contained the limitation that the radiator was spaced from 
the hood. The action of the examiner was clearly within the rulings 
of the decisions in ex parte Miller, 139 O. G. 730; ex parte Perry. 
140 O. G., 1001; and ex parte Miller, 150 O. G. 827. 

The petition is denied. 

E. B. MOOBE. 

Commismoner. 


March 26, 1910. 
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Answer. 

Filed Decemlicr 21. 1010. 


T, Cohin'b > ia al le ' ,u<l8tv of ,lle Supreme Court of the District of 

The respondent, Edward 1!. -Moore. Commissioner of Patents for 

, f P1 ' ri | gri,|> ' " r !T n,}I '- l|,h ’ ,he ,,r,ler to show cause why a 

U J ’VpV" UI,,U f sh r u1, l "°' ' !, . vs "l"'" information and belief: 

, — ilitit us to the allegations contained in paragraphs 1 and 2 
ol relators petition he admits that Frank S. iJng «|i<l on the 23rd 
da\ of November. 190S, hie an application for patent for an alleged 
invention ... improvements tn Furnaces; that as to the allcgalmn of 
paragraph 1 of the petition he is not informed whether tiie relator 
Miis thc ungimd hist and sole inventor of the device described in the 

application tiled by him and can neither atlirn.. deny the truth 

of lit., allegation other than to point out that all the claims pre- 

pnor pa!ciits' k “ , '° ''«ve l-een rejected in view of 

or-ml^’-f’j^-/’ f 8 - KeS !T le '" •»'«> allegations of para- 

giapii;? o, 4, o. b, and tt are true. 1 

9. Respondent admits as alleged in paragraph 9 of the petition 
that on August o, 1909, the examiner rejected the claim presented in 
the amendment hied .July 1:1 1909, on reference to the patents to 

Hood, Dickinson and \ ates, and that this claim in the exact 
Jo m winch it appeared m this amendment had never be- 

lore been presented, hut further answering savs that this 
claim uas substantially the same as a claim presented in an amend¬ 
ment hied April d 1909, which had been rejected by the examiner in 
a letter dated April 21, 1909, differing therefrom merely hv the in- 
flusion ot a limitation which was contained in original*claims 7, 8 
and 9 which had been rejected by the examiner in view of the oat- 
cuts to Dickmso" ami Yates and bad been canceled by the applicant, 

10. 11, 1 13 14 lo 10 Hes[.lent admits that the allegations 

ol paragraphs 10, 11, 12, 13. 14. 15 and 10 are true. 

11. Answering paragraph 17 respondent denies that the final re¬ 
jection of August o, 1909, was unwarranted in law or that it de¬ 
prived relator of his statutory right of reexamination of his case is 
provided for in Section 4909 of the Revised Statutes, for the reason 
that the claim presented hv the amendment of Julv 13. lltu'i which 
was finally rejected August 5. 1909. was substantially the same a- tb it 
presented m the amendment of April 3. 1909. and rejected hv the 
examiner on April 21. 1909. Respondent further denies that said 

,ooi re J ec , Uon ,, de '.' m ; e<l reli,t,,r ,,f ,lle "f appeal under Section. 
4909 of the Revised Statutes, since such appeal could have been 

taken within one year from the date of said final rejection. Re¬ 
spondent further denies that the final rejection of the examiner and 
the decision of the Commissioner in relator's application were un¬ 
warranted in law, hut avers that they were in accordance with the re- 
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vised Statutes and the Rules of Practice in the United States 

54 Patent OHice. Respondent avers that Section 4009 provides 
that every applicant for a patent “any of the claims of which 

have been twice rejected" may appeal from the decision of the pri¬ 
mary examiner to the hoard of examiners-in-chief, that Rule 133 of 
the Rules of Practice in the United States Patent Ottice follows the 
language of this section, and that Rule 134 provides as a prerequisite 
to an appeal that “there must have been two rejections of the claims 
as originally tiled or. if amended in matters of substance, of the 
amended claims.’’ Respondent avers that it is evident that it was 
not contemplated that a claim should be twice presented in literally 
the same form before it could be finally rejected and the claim placed 
in condition for appeal, that the claim presented in the amendment 
of July 13. 1900. and which was finally rejected August 5. 1909, did 
not differ “in matters of substance" from that presented April 3, 
1909. and rejected April 21, 1909. since the difference consisted 
merelv in certain verbal changes and in stating that the radiator was 
“spaced from" the hood, that this feature was shown in the patents 
already of record and which were referred to in the office letter of 
August 5. 1909. and it was also included in original claims 7, 8 and 
9. which were canceled by applicant after they were rejected on these 
same patents. 

Respondent denies that the decisions of the Commissioner of Pat¬ 
ents cited in the official actions in the application of relator are in 
contravention of the Revised Statutes and the Rules of Practice in the 
United States Patent OHice, but further says that the character of 
these decisions is absolutely immaterial to the question of 

55 whether a writ of mandamus should issue as prayed for. 

As further showing why a writ of mandamus should not 
issue as prayed for, respondent says that his action in deciding that 
the claim presented July 13, 1909, was substantially the same as 
that presented April 13, 1909. and that the final rejection of the 
former claim was proper, was in the exercise of his discretion as au¬ 
thorized by law. 

And as a further reason why the writ of mandamus should not 
issue respondent says that the application of Prank S. Lang re¬ 
ferred to in thi> petition is abandoned under the provisions of Sec¬ 
tion 4894 of the Revised Statutes and the Rules of Practice of the 
United States Patent Office. 

Respondent avers that Section 4894 of the Revised Statutes reads 
as follows: 

“Sec. 4894. All appl ications for patents shall be completed and 
prepared for examination within one year after the filing of the ap¬ 
plication, and in default thereof, or upon failure of the applicant to 
prosecute the same within one year after any action therein, of which 
notice shall have been given to the applicant, they shall be regarded 
as abandoned by the parties thereto, unless it be shown to the satis¬ 
faction of the Commissioner of Patents that such delay was un¬ 
avoidable.’’ 

that Rule 171 reads in part as follows: 
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• ‘!^ 0?ec "' ion of »" «PI» | i<Htioi, t„ save it from abandonment must 
t xlude such projier action as the condition of the ease may require.” 

tlji.it Rule ()S reads in part as follows■ 

After such action upon an application as will entitle the applicant 
to an appeal to the examiners-in-chief (Rule 1:54), or after such ap- 
peal has been taken, amendments canceling claims or presenting 
those rejected in better form for consideration on appeal mav be ad- 
imtted: but the admission of such an amendment or its refusal and 
any proceedings relative thereto, shall no, opera,c to relieve the nm 
cation from its condition as subject to appeal, or to save it from 
abandonment under Rule 171. If amendments touching the 
ob merits of the application are presented after the case is in ( ,,u- 
< ition for apjieal, or after appeal has been taken, lliev mav be 

«4 ... sho "'"!?- ,lul - v veri,i e«l- »t fto.. sullicient reasons 

.‘hey were not earlier presented. .. the refusal of the pri- 

nar\ examiner to admit an amendment a petition will lie to the 
Commissioner under Rule 145.” e 

"IP l ang was finally rejected on 

Align, t o 1909, and the application was thereafter in condition for 

appeal; that the only actions taken by applicant within o,,e vear 
from that date were the presentation of an amendment which'the 

examiner refused to admit, a request for reconsidera.i.. 

aition, and a petition to the Commissioner of Patents which leiioo, 
were not, under the provisions of Rule its. such as to save the case 
from abandonment and that the application therefore became ab'iii- 

oYr*! m lgU r t (> ' , 1 ^ 10 -. tl,ere liaving Ih>ch no facts presented to es¬ 
tablish to the satisfaction of the Commissioner of Patents that such 
delay was unavoidable. 

And now having fully answered said petition, respondent pravs 
tluit the rule to show cause issued against him he discharged and 
that respondent he hence dismissed with his reasonable cost" 

EDWARD R. MOORE, 
('ommtssioner of Patents. 
ROBERT F. WHITEHEAD, Attorney. 

5/ District of Columbia, ss : 

c«v’.t K< !"T i,r<1 11' ' ,K ‘ in « Hrs ' fihl.v sworn, on oath, depose and 

»a\ that I an, the Commissioner of Patents; that I have read the fore 

going answer by me subscribed and know the contents thereof that 
the (natters and things therein stated of mv own knowledge ire true 
and those stated on information and belief I believe to be true. 

EDWARD B. MOORE, 
Commissioner of Patents. 

19Pj t>Smt,e<1 and SWOrn to ljeflire me ,llis 1st day of December. 

f SEAL -J EDWARD B. FOX, 

Xotary Public in and for l). C. 
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Motion for Judgment. 


Filed January 4. 1911. 

* * * 


The Honorable the Judges of the Supreme Court of the District of 
Columbia : 


And now 
Clarke, and 
respondent, 


comes the relator, by his attorney, W. II. Crichton 
moves for a peremptory writ of mandamus against the 
notwithstanding the answer of the respondent herein. 


W. II. CRICHTON CLARKE, 

Attorney for Relator. 


58 


Opinion of Court. 
Filed June 2, 1911. 


I his case presents a question as to the proper practice in the Patent 
Oil ice. 1 he relator asks for a writ of mandamus against, the Com¬ 
missioner of Patents, commanding him to order the Examiner to 
enter an amendment in a claim made October lb, 1910, and to re¬ 
examine a ease based thereon; and for further relief. 

The relator states that he is an inventor of a certain new and useful 
furnace, and that on November 28. 1908, he made application for 
letters patent on said invention, stating his case in nine separate 
claims. 

t ,1? j tin * Examiner rejected all of the claims therein, 
on references to certain prior patents. 

On V ebruary L>, 1909, the relator amended his application bv 
striking out all of the nine original claims, and inserting three other 
claims in place thereof. On March 5, 1909. the Examiner rejected 
all ot these claims, numbers 1 and 2 on reference to the patent to 
Hood, or to Yates, and number 3 on reference to the patent to Van 
Stone. 

April 3, 1909, the relator again amended his said application bv 
striking out all of the three claims thereof, and inserting one nevv 
claim. On April 21. 1909, the Examiner rejected this claim, l>ecause 
it failed to define anything patentable over the patent to Hood be¬ 
fore referred to. 

On July 13, 1909. the relator again amended his applica- 
• ^ tit tile claim, and substituting a new one. 

On August 5. 1909, the Examiner rejected said new claim, on 
reference to the patents to Hood, Dickinson and Yates, and gave the 
ea-e a final rejection. 

On October 10, 1909, the relator filed an amendment to his said 
application, directing the insertion therein of a new claim, and 
striking out the claim as then made. On November 20, 1909, the 
Examiner declined to enter the proposed amendment, and held that 
the case still stood under the final rejection of August 5, 1909. De- 





18 UNITED STATES EX KEL. FRANK S. LANG VS. 

(•ember 10. 1009. the relator filed an argument in support of his ap¬ 
plication January lf>. 1010. the Examiner, after a reconsideration 
atfun held the final rejection of August o, 1900, to he proper, and 
that the ease still stood thereunder. 

Mill' ll Hi. 1910. the relator petitioned the Commissioner of Put- 
outs to <liroot tlie Examiner to proceed with the examination of the 
ease, anil to enter the proposed amendment of October 1(5. 1909 

i '! 1 A'"' 1 r' : - ,ll . e r ""miis>inner denied the said petition, ami 

hold that the action of the Examiner was final, and clearlv within 
., hpcsions of the Commissioner in Ex Parte Miller 1:19 0 (! 700 
hx; arte Perry. 140 O. 1001. Ex Parte Miller. 150 O. O..' 827.’ 

I he relator avers that the law allows no appeal from the said action 
o the Commissioner denying the said petition and that he has no 
olhei appropriate relief except by way of mandamus. 

lie claims that the final rejection of August 5. 1909. was unwar¬ 
ranted m law. since it was the first action on the claim presented bv 
.... ! ,c i""e"d',ieiit of July 13. 1909. and deprived the peti- 

,OMP '' °. f l"s statutory riirht to a re-examination, as provided 
h.v Section,4903 Revised Statutes; and further, lie contends 
that it prevented further prosecution of his application without plae- 
iii.u the case in condition for appeal, under Section 4909 Revised 
atiitcs; and that the decision of the Commissioner was unwar- 
rantcl in law. Iiecause in contravention of the Revised Statutes and 
rules of practice, particularly Rule (19. and a practice that was not 

foimalh approved by the Secretary of the Interior; and for various 
otnor reasons stated in tlio petition. 

The answer of the Commissioner of Patents to the Pule to show 
cause admits that the Examiner did reject the claim presented in 
the amendment of July 13. 1909. on August 5. 1909. on referenee 
to the patents to Hood. Dickinson, and Yates; and that this claim 
m the exact words in which it appeared in this amendment had 
noyer before been presented: hut he says that this claim was substan- 

looo i : S V ,)( i i} V x ( ‘‘ jmn P. rosen,C(1 in tlle amendment filed April 3. 
I-tM which had been rejected on April *21. 1909. and differed 

therefrom merely by the inclusion of a limitation which was con¬ 
tained m original claims 7. S and 9. which had been rejected by 
the Eximliner, m view of the Patents to Dickinson, and Yates, and 
which had been canceled by the relator. 

The respondent denies that the final rejection of August ."i. 1909 
was unwarranted in law. or that it deprived the relator of his <tatu- 

! PI ' V VISA* t,l r< V. 0X; !" li , , “: ,t ' < " 1 of l ,is «*< provided for in Sec- 

1,0,1 4999 °f 1,10 hevi-ed Statutes. for the reason that the claim pre¬ 
sented by the atuetidinent of July 13. 1909, which was finallv re¬ 
jected August . 1 . 1909. was substantially the same as that presented 

111 le ill0r ' l '"' 1999 - which was rejected April 21. 

That an appeal could have been taken under Section 4909 
uithiii one year from the date of said final rejection. Section 4909 
provides that every applicant for a patent, any of the claims’ of 

iV'"' 1 ' i,!np rojM-tod. may appeal from the decision of the 

1 riinary Examiner to the Hoard of Examiners-in-Chief; and Rule 
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133 of the Rules of Practiee in the United States Patent Office, fol¬ 
lows the language of that Section; and Rule 134 provides, as a pre¬ 
requisite to an appeal, that there must have been two rejections of 
the claims as originally filed, or if amended in matters of substance, 
of the amended claims; and the respondent avers that it was not 
contemplated that a claim should he twice presented in literally the 
same form before it could be finally rejected, and the claim placed 
in condition for appeal. 

That the claim presented in the amendment of July 13, 1909, and 
which was finally rejected August 5. 1909, did not differ in matters 
of substance from that presented April 3. 1909. and rejected April 
21. 1909. since the difference consisted merely in certain verbal 
changes, and in stating that the radiator was “spaced from” the 
hood. That this feature was shown in the patents already of record, 
and which were referred to in the office letter of August 5, 1909, 
and was also included in the original claims /, ft and 9, which were 
canceled by the relator, after they were rejected on these same pat¬ 


ents. 

The respondent also avers that his action in deciding that the 
claim presented Julv 13, 1909. was substantially the same as that 
presented April 3. 1909. and that the final rejection of the former 
claim was proper, was in the exercise of his discretion, as authorized 
by law. 

(>2 Tie further states that the application of said Frank S. Lang 

referred to in the petition is abandoned under the provisions 
,,f Section 4S94 Revised Statutes, and the Rules of Practice, said 
Section providing that all applications for patents shall be completed 
and prepared for examination within one year after the filing of the 
application, and in default thereof, or upon failure of the applicant 
to prosecute the same within one year after any action therein, of 
which notice shall have been given to the applicant, they shall be 
recorded as abandoned by the parties, unless it be shown that such 


delav was unavoidable. 

The relator filed a motion for a peremptory writ of mandamus, 
notwithstanding the said answer; and the cause has been heard on 
that motion. 

Section 4903 Revised Statutes, which the relator claims entitles 
him to have the relief prayed for herein, provides that whenever on 
examination anv claim for a patent is rejected, the Commissioner 
shall notify the'applicant, and give him briefly the reasons for such 
rejection, together with such information and references as may be 
useful in judging of the propriety of renewing his application, or of 
altering liis specification; and if after receiving such notice, the ap¬ 
plicant persists in his claim, with or without altering the specifica¬ 
tion. that the Commissioner shall order a re-examination of the case. 

Section 4909 Revised Statutes provides for appeals from Primary 
Examiners to Examiners-in-Chief, where any of the claims of the 
applicant have been twice rejected. 

Rule Oft of the Rules of Practice in the United States Patent Office, 
provides that the applicant has a right to amend before or 
(53 after the first rejection, and that lie may amend as often as 
the Examiner presents new references or reasons for rejection. 



30 


UNITED STATES EX KEL. FRANK S. LANG VS. 


I hat in so {imendin^ the applicant must clearly point out all the pat¬ 
entable no\eltv which he thinks the case presents in view’ of the state 
of the art disclosed by the references cited, or the objections made, 
and must also show how the amendments avoid such references or 
objections. 

1 he claim of the respondent herein is. that the amendment pre¬ 
sented July 13. 1900. was substantially the same as that presented 
on April 3. 19()9. and that it was properly rejected finally by the 
action of August '>. 1909. under said Section 4909 of the Revised 
Statutes; and that an appeal could have been taken under said Sec¬ 
tion within one year from August A. 1909. under Rules 133 and 134. 

Rule 133 is based on said Section 4909. and provides the method 
for taking appeals to the Examiners-in-Chief; and Rule 134 pro¬ 
vides that there must have been two rejections of the claims as orig¬ 
inally fih*d. or if amended in matter of substance, two rejections of 
the amended claims, before the case can lie appealed to the Ex¬ 
aminers-in-Chief. 

Section 4894 Revised Statutes provides that all applications for 
patents shall be completed and prepared for examination within one 
year after filing, and in default thereof, they shall he regarded as 
abandoned by the parties unless it be shown to the satisfaction of the 
( ommissioner of Patents that delay was unavoidable. 

I he respondent claims that the relators application became aban¬ 
doned under this Section, and under the Rules of Practice. 
r, 4 Rule 31 provides that the application must he completed 

and prepared for examination within one year after the filing 
of the petition. 

Rule t i provides that it the applicant neglect to prosecute his ap¬ 
plication for one year after the date when the last official notice of 
any action by the office was mailed to him. the application will he 
held to be abandoned as set forth in Rule 1 < 1 ; and Rule 171 provides 
that an abandoned application is one which has not l>een completed 
ami prepared for examination within one year after the filing of the 
petition, or which the applicant has failed to prosecute within one 
year after any action therein, of which notice has been duly given, 
as provided in Rules 31 and t <. or which the applicant has expressly 
abandoned, by filing in the office a written declaration of abandon¬ 
ment. 


Said rule also provides that the admission of an amendment not 
responsive to the hast final action, or the refusal to admit the same, 
and any proceedings relative thereto, shall not operate to save the 
application from abandonment under said Section 4894. 

Ender Rule 98 it is provided that after such action upon the ap¬ 
plication as will entitle the applicant to an appeal to the Examiners- 
in-Chief. (Rule 134) or after such appeal has been taken, amend¬ 
ments canceling claims, or presenting those rejected in better form 
for consideration on appeal, may be admitted, but the admission of 
such an amendment, or its refusal, and any proceedings relative 
thereto, shall not operate to relieve the application from its condi¬ 
tion as subject to appeal, or to save it from abandonment under 
Rule 171. 
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65 In Ex Parte Wagner, 11S O. G., 1684, the Commissioner 
held that the ease was abandoned where a year had expired 
alter final rejection, and no appeal had been taken, notwithstanding 
the petitioner had within the year tiled a petition to have an amend¬ 
ment considered. 

It is urged by the respondent that the relator's application was 
finally rejected on August 5, 1909. and that the petition herein for 
a writ of mandamus was not filed until December 13, 1910; and 
that no action had been taken meantime in the Patent Office, or 
otherwise, to prevent the abandonment under the statute and rules; 
and that therefore it is now too late to ask for the writ of mandamus 
to aid in a case that is no longer open to further consideration. 

It would seem proper'that the Commissioner of Patents rather 
than the court should be the one to pass judgment upon the simi¬ 
larity of claims presented and acted upon, or of amendments offered 
which are similar to those previously acted upon, and which will 
require technical knowledge and examination by an expert to ascer¬ 
tain whether or not the amendments offered differ in substance from 


those previously passed upon. 

I have carefully read the two claims which were presented on 
April 3, 1909, and July 13, 1909, and I am unable to determine 
that there is any substantial difference in the wording of the two 
claims. The claim of July 13. 1909, contains a few more words, 
but undertakes to describe the invention substantially as did the prior 
claim. The most noticeable difference seems to be in using the 
words, “bridging the space between the hood and the radiator,” in¬ 
stead of the words, “connecting the interior of the hood with 
66 the interior of the said radiator,” as used in the prior claim. 

There is no material difference to me in the meaning of these 
two expressions. 

There may be a difference, however, such {is ought to require the 
Commissioner to treat the latter claim as one amending in matters of 
substance the former claim; but in deciding this the Patent Office 


officials are given discretion and authority to exercise their judgment, 
and this court can not compel them to reverse such judgment, if 
erroneous, by issuing a writ of mandamus, for the court has no ap¬ 
pellate jurisdiction to correct any errors that they may make. 

The applicant has the right of appeal from one officer to another, 
and finally to the Court of Appeals, in all final actions taken bv the 
Office, and if he has been denied that right by the erroneous judg¬ 
ment of the Office, he has his remedy by appeal. 

The respondent contends that the relator here may have a remedy, 
if he is entitled to a patent, under Section 4915, Revised Statutes, 
which section provides that whenever a patent is refused by the 
Commissioner of Patents, or by the court, on appeal from the Com¬ 
missioner, the applicant may have a remedy by bill in equity, and 
having this remedy, that this court can not properly issue the writ of 
mandamus, because such writ is only issued where no other remedy 
exists. 


On considering the whole case, the right of the relator to the relief 
asked for by him is so doubtful that the court must hesitate to inter- 
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fere by writ of mandamus. The various claims presented by 
07 the applicant seem to have been directly passed upon by the 

Examiner, and rejected, from time to time, until the amend¬ 
ment now asked to be entered mav fairly be considered as an amend- 
ment that does not amend in any matter of substance. 

The motion for the peremptory writ will therefore be overruled, 
and the petition dismissed. 

JOB BARNARD, Justice. 

Supreme Court of the District of Columbia. 

Friday, June 2 ml, 1911. 

Session resumed pursuant to adjournment, Mr. Justice Barnard, 
presiding. 

* ***** * 

This cause heretofore came on to be heard upon the petition herein, 
the rule to show cause, issued thereon, the answer of respondent and 
the motion for a peremptory writ of mandamus against the re¬ 
spondent, notwithstanding the answer of the respondent herein, 
and was argued and submitted to the court. W herefore, it is con¬ 
sidered, that the said motion be, and the same is hereby overruled, 
the rule discharged and the petition dismissed, with the costs of de¬ 
fense against the petitioner, for which respondent shall have execu¬ 
tion. 


08 Petition for Rehearing . 

Filed June 0, 1911. 

******* 

Now comes the relator by his attorney, \V. II. C. Clarke, and peti¬ 
tions the Court for a re-hearing of relator’s motion for a writ of man¬ 
damus, notwithstanding the answer of respondent. 

The grounds of this petition are: 

1. That in rendering the final rejection of August 5, 1909, the 
Examiner acted beyond his authority and without warrant of law for 
the reasons: 

A. That said letter of rejection contains new reasons of rejection 
or holdings, which applicant had a statutory right to traverse or con¬ 
fess and avoid before being forced to appeal to another tribunal; 

B. That said letter of rejection did not contain notice of what is 
now alleged to be the real reasons why the rejection was made final, 
namely, that the claim of July 18, 1909 did not differ in matter of 
substance from the claim of April 8, 1909. 

2. That because the Examiner acted beyond his authority in ren¬ 
dering said final rejection, the Commissioner had no discretion in the 

premises; it-was his duty to order a re-examination of the 
09 case. 

8. The refusal of the Commissioner to order such re-exam- 
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ination of the case was a refusal of a ministerial duty, to compel 
which the writ should issue. 

. That said refusal deprived relator of his right to a re-examina- 
tion before the Primary Examiner, and .subjected him to a legal in¬ 
jury, for which he has no plain, adequate and complete remedy, ex- 
cept by way of mandamus. 

5. That abandonment of an application cannot be predicated on 
an unstatutory rejection. 

W. H. C. CLARKE, 

C. A. SNOW & CO., 
Attorneys for Plaintiff. 

Washington, D. C., June 5, 1911. 

Supreme Court of the District of Columbia. 

Tuesday, June 6th, 1911. 

Session resumed pursuant to adjournment, Mr. Justice Barnard, 
presiding. 

******* 

Upon consideration of the petition filed herein on behalf of Frank 
S. Lang, by his attorney for a rehearing of this cause, it is ordered 
that said petition be, and the same is hereby, denied. 

70 Order for Appeal. 

Filed June 9, 1911. 

******* 

The Clerk of said Court will please enter an appeal to the Court 
of Appeals by the plaintiff U. S. ex rel. Frank S. Lang, and issue the 
citation to the Marshal for sendee on the defendant, Edward B. 
Moore, Commissioner of Patents. 

W. H. C. CLARKE, 
Attorney for Plaintiff. 

71 In the Supreme Court of the District of Columbia. 

At Law. No. 53132. 

United States ex Rel. Frank S. Lang. 

vs. 

Edward Moore, Commissioner of Patents. 

The President of the United States to Edward Moore, Commissioner 
of Patents, Greeting: 

You are hereby cited and admonished to be and appear at a 
Court of Appeals of the District of Columbia, upon the docketing 
the cause therein, under and as directed by the Rules of said Court, 
pursuant to an Appeal entered in the Supreme Court of the District 
5—2329a 



34 


UNITED STATES EX REL. FRANK S. LANG VS. 


of Columbia, on 1 lie 9" day of June. 1911, wherein United States 
ex rel. Frank S. Lang is Appellant, and you are Appellee, to show 
cause.iif any there be. why the Judgment rendered against the said 
Appellant, should not be corrected, and whv speedy justice should 
not he done to the parties in that behalf. 

Witness the Honorable I lurry M. Clabaugh. Chief Justice of tlio 
Supreme Court of tlie District of Columbia, this 9" <lav of June in 
the year of our Lord one thousand nine hundred and eleven. 

[Seal Supreme Court of the District of Columbia. | 

J. R. YOUNG. ('Ink. 

Bv II. BINGHAM, 

A ss’f Clerk. 

Service of the above Citation accepted this — day of_ 19_ 


j 

Attorneys for Appellee. 

[Endorsed:! No. ".91192 haw. C. S. P .\ rel. Lang vs. Moore. 

rT' J,n ’ e 1 . 911 - Sorve <l copy of the within Citation 

on Edward Moore Commissioner of Patents, personallv June 27 

1911 Aulick Palmer. Marshal. W. If. C. Clarke. Attornev for 
Appellant. 

Memorandum. 

June 9. 1911.—Appeal bond approved and filed. 

Directions to Clerk for Preparation of Transcript of Record. 

Filed June 12. 1911. 

******* 

The Clerk of the Court will please prepare a transcript of record 
for the Court of Appeals, containing the following: 

Petition . 

Answer of Respondent.. 

Motion for Judgment. .« 

Opinion of Court ... « 

Order dismissing Petition. u 

Petition for Re-Hearing. « 

Order denying re-hearing. . « 

Appeal ..... “ 

Citation issued.. u 

Memorandum of filing of bond ‘ * « 
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Supreme Court of the District of Columbia. 


I xited States of America, 

District of Columbia, ss: 

I, John It. \oung, Clerk of the Supreme Court of the District of 
Columbia, do hereby certify the foregoing pages numbered from 1 
to 7*2. j>oth inclusive, to he a true and correct transcript of the record, 
according to directions of counsel herein filed, copy of which is 
made part of this transcript, in cause No. 53132 At Daw, wherein 
United States ex rel. Frank S. Lang is Plaintiff and Edward Moore, 
Commissioner of Patents, is Defendant, as the same remains upon 
the files and of record in said Court. 

Tn testimony whereof, T hereunto subscrilie my name and affix 
the seal of said Court, at the City of Washington, in said District 
this 10th day of July, 1011. 

[Seal Supreme Court of the District of Columbia.] 

JOHN R. YOUNG, Clerk. 

Endorsed on cover: District of Columbia Supreme Court. No. 
2320. I nited States ex rel. Frank S. Lang, appellant, vs. Edward 
Moore. Commissioner of Patents. Court of Appeals, District of 
Columbia. Filed Jul- 25, 1911. Henry W. Hodges, clerk. 
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The United States ex rcl. Frank S. " 

Lang, Appellant , 

vs. > No. 2329. 

Edward B. Moore, Commissioner of 
Patents, Appellee. > 


BRIEF FOR APPELLANT. 

May it Please the Court : 

This case comes before your Honors on appeal from a 
decision of His Honor, Judge Barnard, denying appel¬ 
lant’s petition for a writ of mandamus directing appellee, 
the Commissioner of Patents, to order the Primary Ex¬ 
aminer to re-examine appellant’s application. The ap¬ 
pellant will hereafter be referred to as the petitioner, and 
the appellee as the respondent. 

The appeal involves the questions— 

1. The right of the Examiner to refuse re-examination 
under Section 4903 of the Revised Statutes. 

2. The right of respondent to justify a rejection for a 
reason not stated therein. 

STATEMENT OF THE CASE- 

The petitioner, Frank S. Lang, on November 23, 1908, 
filed in the Patent Office an application for Letters Pat¬ 
ent on a Furnace. He set forth the invention in nine 
claims (Exhibit A, pp. 7-8). 
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FIRST REJECTION. 

In the first Office letter, dated Dec. 8, 1008, the Exam¬ 
iner rejected claims 1, 2, 3, 4 and 0 on the patent to Ber¬ 
ry; claim 5 on the patents to Riley, Still and Chatard; 
claim 7 on the patent to Dickinson, and claims 8 and 9 on 
the patent to Yates (Exhibit B, pp. 8-9). 

The character of these prior patents is immaterial to 
the questions here involved and they were not passed on 
by the Court below. 

FIRST AMENDMENT. 

In the first amendment, dated February 15, 1909, pe¬ 
titioner cancelled the original claims and inserted three 
new claims accompanied by an argument (Exhibit C, pp. 
9-10). 

SECOND REJECTION. 

In the scxond Office letter, dated March 5, 1909, the 
Examiner rejected claims 1 and 2 on a newly discovered 
patent to Hood, and claim 3 on a newly discovered patent 
to Van Stone, together with the patent to Berry of re¬ 
cord (Exhibit D, pp. 10-11). 

SECOND AMENDMENT. 

In the second amendment, dated April 3, 1909, peti¬ 
tioner cancelled the three claims in the case and presented 
a single claim accompanied by a full argument (Exhibit 
E, pp. 11-12). This claim reads as follows: 

A furnace comprising a casing, a fire pot lo¬ 
cated therein, a hood located upon the fire pot and 



having a single passage, a radiator surrounding 
the hood, said passage connecting the interior of 
the hood with the interior of said radiator, a pas¬ 
sage in alignment with the first said passage and 
communicating at one end with the interior of the 
radiator and at its other end with the exterior of 
the casing and a closure for the last said passage. 

third rejection. 

In the third Office letter, dated April 21, 1909, the Ex¬ 
aminer rejected said claim on one patent , namely, the pat¬ 
ent to Hood cited for the first time in the second Office 
letter, and accompanied his rejection by an explanation of 
his position on this Hood patent (Exhibit F, pp. 12-13). 

THIRD AMENDMENT. 

In the third amendment, dated July 13, 1909, petition¬ 
er, in order to define his invention over the Hood patent 
as explained by the Examiner, cancelled the former claim 
and presented a new claim, differing in several matters of 
substance from the preceding claim, and accompanied by 
a full argument (Exhibit G, p. 13). The claim of July 
13, reads as follows: 

A furnace comprising a casing, a fire pot located 
thereon, a hood located upon the fire pot, a con¬ 
tinuous radiator surrounding the hood and spaced 
therefrom, a passage bridging the space be - 
tzcccn the hood and the radiator and connecting 
the interior of the hood with the interior of said 
radiator, a passage in alignment with the first said 
passage and communicating at one end with the in¬ 
terior of the radiator and at its other end with the 
exterior of the casing, and a closure for said pas¬ 
sage. 
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FOURTH AND FINAL REJECTION. 

This third amendment was met by a final rejection of the 
claim on the first examination thereof , the rejection being 
based on new holdings or reasons of rejection and on ref¬ 
erences not cited against the preceding claim and not con¬ 
taining the only reason of rejection on which respondent 
now relies; moreover, it was followed by a refusal of the 
Examiner to re-examine the case and a refusal of the 
Commissioner of Patents to order the Examiner to re¬ 
examine the case, as required by Section 4003 of the Re¬ 
vised Statutes. The final rejection reads as follows (Ex¬ 
hibit H, p. 14) : 

“This case has been considered as amended July 
13, 1909. 

The claim is rejected on the patents to Hood, 
Dickinson and Yates, of record. It is held it 
would not require invention to form the radiator 
in Hood device entirely separate from the com¬ 
bustion chamber leaving a space between them on 
all sides of the combustion chamber in view of 
Yates and Dickinson. Nor would it require in¬ 
vention to place the fuel opening to the combus¬ 
tion chamber in the Yates device in line with the 
passage L leading from the combustion chamber 
to the radiator in view of Hood. 

The case is given a final rejection.” (Italics 
ours.) 

The final rejection rendered by the Examiner in re¬ 
sponse to petitioner’s third amendment was based, ac¬ 
cording to the statements of the Examiner (Record, p. 
22) and the Commissioner of Patents (Record, p. 23) on 
the practice laid down by the Commissioner in ex parte 
Miller, 139 O. G. 730; ex parte Perry, 140 O. G. 1001; 
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and ex parte Miller, 150 O. G. 827. In these so-called 
“ cx parte Miller ” cases the Commissioner of Patents as¬ 
serts his right to reject claims finally on the first action. 
It is unnecessary for the Court to do any more than ac¬ 
cept the statement of the Commissioner and the Exam¬ 
iner that the present case is clearly an “ex parte Miller” 
case, and to decide on the state of facts here presented, 
whether the Examiner was justified or warranted under 
the statute in refusing a re-examination of petitioner’s 
application. 

On receipt of the final rejection of Aug. 5, 1909, pe¬ 
titioner presented his fourth amendment, directing that 
an addition he made to the specification, substituting a 
new claim and asking a reconsideration of the case. (Ex¬ 
hibit I, pp. 14, 15, 10.) 

On November 20, 1909, the Examiner refused to enter 
the proposed amendment of October 10, and to recon¬ 
sider the case in the light thereof. It is this refusal of 
the Examiner to perform the ministerial duty of re-ex¬ 
amining the case, imposed upon him by Section 4903, that 
caused appellant to apply for the writ of mandamus. 

On Dec. 10, 1909, appellant filed a second request for a 
reconsideration accompanied by a full, careful and earnest 
argument showing why the case should be reconsidered 
(Exhibit K, pi). 10, 17, 18). 

On Jan. 15, 1910, the Examiner again refused to re¬ 
examine the case (Exhibit L, pp. 18-19). 

The Examiner having twice refused to re-examine the 
case, the petitioner next filed a petition to the Commis¬ 
sioner in person, requesting that the Examiner be directed 
to proceed with the examination of the case. This pe¬ 
tition appears on pages 19 and 20 of the record. 
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On March 19, 1910, the Examiner prepared his an¬ 
swer to appellant’s petition. This answer appears on 
pages 21 and 22 of the record. In his answer the Ex¬ 
aminer said: 


‘ T his case seems to fall clearly under the recent 
decisions of the Office l)earing on this question (ex 
pattc Miller, 139 O. G. 7‘30 ; cx parte Perry, 140 
O. G. 1001; and cx parte Miller, 150 O. G. 827).” 

Petitioner s petition to the Commissioner was denied 
on March 28, 1910, the decision appearing on page 2.3 of 
the record. 1 he Commissioner's decision states that_ 


the claim which is finally rejected differed from 
that previously presented only by reason of the 
statement that the radiator which surrounded the 
hood was spaced therefrom.’ Such a construction 
is shown in the patents to Yates and Dickinson and 
the action of the Examiner in calling attention to 
these references did not constitute a new ground 
of rejection.” (Italics ours.) 


The Commissioner did not state that “such a construc¬ 
tion was not a matter of substance but merely “such a 
construction was shown in the patents to Dickin¬ 
son and 1 ates. The Commissioner also stated that the 
action oi the Examiner in finally rejecting petitioner’s 
case was “clearly within the rulings of the decisions in ex 
paite Miller, 139 O. G. 730; ex parte Perry, 140 O. G. 
1001 ; and ex parte Miller, 150 O. G. 827.” 

Alter appellant s petition to the Commissioner was de¬ 
nied, the appellant applied to the Supreme Court of the 
District of Columbia for a writ of mandamus, directing 
the Commissioner to order the Examiner to enter the 




7 

amendment of Oct. 1G, 1909, and to reconsider the case 
thereon. 

Respondent answered the petition and instead of as¬ 
serting in the Court below the right which he exercised in 
the present case of rejecting the claim on the first action 
under the practice of ex parte Miller, fell back on the new 
contention that the claim which was finally rejected, was 
substantially the same as the claim of April 21, 1909, dif¬ 
fering therefrom by the inclusion of a limitation which 
w as contained in original claims 7, 8 and 9, in other com¬ 
binations. 

Petitioner then moved in the Court below for a per¬ 
emptory writ notwithstanding the answer; the motion be¬ 
ing on three grounds, first, that petitioner’s claim was un¬ 
law fully rejected finally on the first examination and that 
a re-examination was unlawfully refused; second, that the 
notice of rejection contained new reasons of rejection 
which petitioner should have been permitted to answer; 
and third, that the notice of rejection did not contain the 

reasons of rejection on w r hich respondent defended 
against the writ. 

Petitioner also deemed respondent’s answer insufficient 
n law and thus demurrable for the reason that it failed to 
assert any right on the part of respondent to reject a new 
claim finally on the first action, as was done in appellant’s 
case; that it did not show that the notice of final rejec¬ 
tion contained any statement that the reason why the re¬ 
jection was made final was that the claim which was 
finally rejected was held to be the same in substance as 
the preceding claim; and finally, that respondent’s an¬ 
swer did not set up without qualification that the finally 
rejected claim and the preceding claim were the same in 
substance but on the contrary, admitted that they differed 
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troni each other and endeavored to avoid the effect of 
this admission by pointing out that one of the features of 
difference was included in some of the original claims. 

As petitioner desired to have the whole question of his 
right to the writ on the merits of the case and on the in¬ 
sufficiency of the answer determined at one hearing, he 
filed the said motion for judgment, notwithstanding the 
answer, this motion being in substance a demurrer for the 
reason that it demurred to the sufficiency of the plead¬ 
ings and a motion for the reason that it was an applica¬ 
tion for an order to judgment (31 Cyc., 600, and author¬ 
ities there cited). The motion for the judgment on the 
pleadings was overruled. 

ASSIGNMENT OF ERRORS. 

The assignment of errors is: 

1. That the Court below erred in refusing to grant the 
writ of mandamus; 

2. That the Court erred in refusing to grant the writ 
on the ground that the finally rejected claim differed in 
matters of substance from the preceding claim and that 
the final rejection was, therefore, unlawful, and that the 
Examiner was unwarranted in law when he refused to re¬ 
examine the case; 

3. That the Court erred in not granting the writ of 
mandamus on the ground that the notice of final rejec¬ 
tion contained new reasons of rejection which had the 
effect of continuing petitioners right to amend under 
Rule 68 of the Patent Office Rules of Practice, which pro¬ 
vides that an applicant 

“may amend as often as the Examiner presents 
new references or reasons for rejection.” 
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4. That the Court below erred in not granting the writ 
on the ground that the notice of final rejection gave pe¬ 
titioner his first information of what had taken place in 
the Patent Office and of the new holdings or reasons of 
rejection of the Examiner and that Section 4903 pro¬ 
vides, in effect, that on receipt of such notice, the peti¬ 
tioner should have had an opportunity to meet the objec¬ 
tions raised by the Primary Examiner (U. S. cx rcl. New¬ 
comb Motor Co. vs. Moore, C. D. 1908, 339). 

5. That the Court erred in not granting the writ on 
the ground that the final rejection did not contain any 
notice of the reason, set up in respondent s answer, why 
the rejection was made final, namely, that the rejection 
was made final for the reason (answer, p. 25): 

“that the claim presented in the amendment of 
July 13, 1909, and which was finally rejected Aug. 
5, 1909, did not differ in ‘matters of substance’ 
from that presented April 3, 1909, and rejected 
April 21, 1909, since the difference consisted mere¬ 
ly in certain verbal changes and in stating that the 
radiator was ‘spaced from’ the hood, that this fea¬ 
ture was shown in the patents already of record 
and which were referred to in the Office letter of 
August 5, 1909, and it was also included in orig¬ 
inal claims 7, 8 and 9, which were canceled by ap¬ 
plicant after they were rejected on these same 
patents.” 

And that the absence of the above quoted reason for final 
rejection rendered said rejection unlawful under Section 
4903, which provides that 

“whenever, on examination, any claim for a pat¬ 
ent is rejected, the Commissioner shall notify the 
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applicant thereof, giving him briefly the reasons 
for such rejection, together nith such information 
and references as may be useful in judging of the 
propriety of renezeing his application;” 

because under said section, the Examiner has no author¬ 
ity to withhold any reason of rejection, and that the re¬ 
jection being unstatutory for the reasons stated, the Ex¬ 
aminer was without warrant under the statute, in refusing 
a re-examination of the case; 

0. That the Court erred in not granting the writ on the 
ground that the absence from the notice of the rejection 
of respondent’s above quoted reason of final rejection, 
which is the sole reason relied on by him in defending 
against the issuance of the writ, estopped respondent to 
raise said defense in the Court below, as the final rejection 
should stand or fall on the reasons given therein, and not 
on such reasons as respondent may be able to think of 
later; 

7. That the Court below erred in holding that the final¬ 
ly rejected claim did not differ in matter of substance 
from the preceding claim for the reason stated in the 
Court’s opinion (Record, page 32), as follows: 

“The various claims presented by the applicant 
seem to have been directly passed upon by the Ex¬ 
aminer and rejected from time to time until the 
amendment now asked to be entered may fairly be 
considered as an amendment which does not 
amend in any matter of substance.” 

8. That, in view of the strong doubt expressed in the 
Court’s opinion below, as follows (Record, pages 31 and 
32); 
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“On considering^the whole case, the right of the 
relator to the relief asked for by him is so doubt¬ 
ful that the Court must hesitate to interfere by a 
writ of mandamus/’ 

the Court should have granted the writ for the reason 
that the patenv statutes under which the writ is asked are 
bcnefic cut statutes intended to promote the progress of 
sciejice and the 1 useful arts and accordingly to be con¬ 
strued liberally in favor of inventors (Topliff vs. Topliff, 
145 U. S., 15G; Steinmetz vs. Allen, 102 U. S., 543; ex 
parte Silverman M. S. D., May 25, 189S), and any doubt 
as to petitioner's right to a re-examination should have 
been decided in petitioner’s favor, especially as the granting 
of the writ means merely that the Examiner shall re-exam¬ 
ine petitioner’s case, under Section 4903, whereas the re¬ 
fusal of the writ means that petitioner may never receive 
protection on his invention for want of a hearing or re¬ 
examination of his case; 

9. That the Court erred in not holding that respondent 
in his decision on petitioner’s case (Record, page 23) did 
not decide that the finally rejected claim was the same as 
the preceding claim and that all he decided was that the 
limitation that the hood was spaced from the radiator 
was “shown in the patents to Yates and Dickinson,” and 
not that such limitation was not “a matter of substance;” 

10. That even if the Court below believed that respond¬ 
ent had so held in his decision of May 2G, 1910, the Court 
erred in not holding that the Commissioner is without 
power to justify a rejection of the Primary Examiner for 
a reason of which the Examiner gave the applicant no no¬ 
tice in the letter of rejection, especially as an applicant for 
patent cannot reply to or answer a new reason of rejec- 
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tion brought forth for t Av first tittle in the Cotiltnissioticrs 
decision; 

11. That the Court erred in not holding that, under 
Section 490*3, as amplified by Rule 08 and as interpreted 
by this Court of Appeals in the Newcomb motor case, the 
Commissioner of Patents is without discretion to refuse 
to order the Primary Examiner to re-examine a case in 
the light of the applicant’s reply to a final rejection of a 
new claim differing in matter of substance from the pre¬ 
ceding claim, which final rejection contains reasons of re¬ 
jection of which the applicant had received no previous 
notice, and which letter of rejection contained no notice 
°f what respondent alleged in the Court below to be the 
reason why the rejection was made final. 

argument. 

Petitioner s application was finally rejected under the 
practice known as the rule in “ex parte Miller.” Refer¬ 
ring to the action of the Primary Examiner in finally re¬ 
jecting petitioner s application and in subsequently re¬ 
fusing to re-examine the same, the respondent said, Re¬ 
cord, page 23: 

“The action of the Examiner was clearly with¬ 
in the rulings of the decisions in ex parte Miller, 
139 O. G. 730; ex parte Perry, 140 O. G. 1001; 
and ex parte Miller, 150 O. G. 827.” (Italics 
ours.) 

Referring to the same action, the Primary Examiner 
himself said, Record, page 22: 

This case seems to fall clearly under the re- 
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cent decisions of the Office bearing on this ques¬ 
tion (ex parte Miller, 139 O. G. 730; cx parte 
Perry, 140 O. G. 1001; and cx parte Miller, 150 
O. G. 827).” (Italics ours.) 

There can be no question, then, that petitioner’s appli¬ 
cation, as stated by both the Commissioner and the Pri¬ 
mary Examiner, is “clearly” an “ex parte Miller” case, 
and the question for the Court to decide is whether or not 
the rule in ex parte Miller, as applied in and as exempli¬ 
fied by the facts of petitioners application , is a valid rule, 
or whether it is in contravention of the statutes and Rules 
of Practice of the Patent Office, and thus invalid. 

Respondent in his answer to the order to show cause, 
speaking of the above mentioned ex parte Miller and cx 
parte Perry decisions, said, Record page 25: 

“The character of these decisions is absolutely 
immaterial to the question of whether a writ of 
mandamus should issue as prayed for.” 

We are disposed to agree with this statement to the ex¬ 
tent that the facts of petitioner’s application exemplify the 
rule in ex parte Miller, and it will therefore be unneces¬ 
sary to consider the facts in the Miller and Perry cases 
themselves, but merely to pass on the rule in ex parte 
Miller as applied by respondent in petitioner's case . 

The rule in ex parte Miller as applied and exemplified 
“clearly” in petitioner’s case consisted in finally rejecting 
a new claim presented for the first time in the third 
amendment, and differing in matter of substance from 
the preceding claim, and in subsequently refusing to re¬ 
examine the case, the notice of the final rejection con¬ 
taining new reasons of rejection, and failing to contain 
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any notice of the only reason of rejection on which re¬ 
spondent relied in justifying the final rejection in the 
Court below, namely (R., p. 25) : 

“That the claim presented in the amendment of 
July 13, 1000, and which was finally rejected Au¬ 
gust 5, 1000, did not differ in matters of sub¬ 
stance from that presented April 3, 1000, and re¬ 
jected April 21, 1000, since the difference con¬ 
sisted merely in certain verbal changes and in stat¬ 
ing that the radiator was ‘spaced from’ the hood, 
that this feature was shown in the patents already 
of record and which were referred to in the Office 
letter of August 5, 1000, and it was also included 
in original claims 7, 8 and 0, which were cancelled 
by applicant after they were rejected on these same 
patents.” (The italics are ours, and intended to 
emphasize the many qualifications which respon-' 
dent includes in his pleading.) 

Petitioner contends that the final rejection and the sub¬ 
sequent refusal to re-examine the case, were unwarranted 
in law for three reasons: 

1. The final rejection was unlawful because 
the finally rejected claim was a new claim, differ¬ 
ing in matters of substance from the preceding 
claim, as is shown: 

a. By a comparison of the two claims. 

b. By the fact that the preceding claim was 
rejected on one patent, while the finally rejected 
claim was rejected on three patents, showing 
that it was necessary for the Examiner to cite 
two additional patents , to approximate the mat¬ 
ters of substance or structure appearing in the 
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finally rejected claim and not present in the pre¬ 
ceding claim. 

c. By the fact that the rejection was an ex 
parte Miller rejection, which is understood as a 
final rejection on the first examination of a new 
claim. 

d. By the fact that the Examiner did not hold 
that the claim was the same in substance as the 
preceding claim. 

e. By the fact that respondent does not, even 
now, maintain that the two claims are the same 
in substance, but qualifies his position. 

f. By the fact that the Examiner gave notice 
of new reasons of rejection which he had not 
advanced against the preceding claim. 

2. The final rejection was unlawful because it 
was accompanied by new holdings or reasons of 
rejection, as follows: 

“It is held it would not require invention to 
form the radiator in Hood device entirely separate 
from the combustion chamber leaving a space 
between them on all sides of the combustion 
chamber in view of Yates and Dickinson. Nor 
would it require invention to place the fuel open¬ 
ing to the combustion chamber in the Yates de¬ 
vice in line with the passage L leading from the 
combustion chamber to the radiator in view of 
Hood. 

The case is given final rejection.” 

Petitioner should clearly have been given an 
opportunity to answer the above new reasons of 
rejection, either by avoiding them or by showing 
that it did amount to invention to space the radi¬ 
ator away from the hood, etc., and to ask that his 
case be re-examined in the light of his reply. 




Tlie final rejection was unlawful because it 
floes not contain notice of the reason now given by 
respondent as to why it was made final, namely, 
that the finally rejected claim did not differ sub¬ 
stantially from the preceding claim, since the struc¬ 
tural differences between the two claims were 
shown in certain prior patents and had lieen in¬ 
cluded as elements in some of the original claims. 
Petitioner should have been advised of this reason 
in order to judge of the propriety of renewing his 
application or taking an appeal. We are frank to 
say we do not believe the Court here will be misled 
by this new reason, as was the Court below. This 
reason was not in the notice of rejection because 
the Examiner never thought of it. The final re¬ 
jection was a straight “ex parte Miller” rejection, 
that is, a rejection on the first action on a new 
claim, as an examination of the second Miller case 
and the Perry case will show was done in those 
cases. \\ hen this ex parte Miller*’ rejection was 
rendered in petitioner’s application, respondent 
never expected to be brought into Court, well 
know ing there was no appeal from his decision de¬ 
nying a re-examination of the case. When these 
mandamus proceedings were instituted, respond¬ 
ent immediately shifted his ground, and, instead 
of standing on the record as made up in the Patent 
Office he has raised this new contention to meet 
the exigencies of the situation. The reason this 
new ground of final rejection is not in the notice 
of rejection is that it was never thought of before 
these Court proceedings were started. 

\\ e contend that the absence of this reason of rejection 
from the notice of rejection has tw r o effects: 

1. It makes the rejection unlawful, as the stat- 



ute provides that whenever a claim is rejected the 
Commissioner shall notify the applicant “giving 
him briefly the reasons of the rejection together 
with such information and references as may be 
useful in judging of the propriety of renewing his 
application,’ and if the above contention of re¬ 
spondent is the reason for making the rejection 
final as respondent now says it is, then the rejec¬ 
tion was unstatutory because it did not contain the 
notice of the reasons of rejection as required bv 
Section 4903. J 

2. The absence of the above reason of rejection 
lrom the notice or letter of rejection estops re¬ 
spondent from raising it here. Respondent must 
defend himself on the reasons which the Exam¬ 
iner gave in the Paetnt Office, as petitioner had no 
notice of any other reasons. The question here is 
not the reasons respondent might have given if he 
had thought of them, but the reasons which he did 
give. Unless respondent is estopped to rely on a 
reason which is necessarily either a new reason or, 
in the alternative, a reason which was held back 
by the Examiner, then applicants in other cases 
may have to apply for writs of mandamus in order 
to find out the real reasons of rejection. 

As the final rejection of August 5 was unlawful for the 
three reasons given, it follows that the Primary Examiner 
was without warrant in law in refusing to re-examine pe¬ 
titioner's case, and the writ should issue. 

We shall now take up specifically the claims of April 8, 
1909, and July 13, 1909, to show that, irrespective of 
whether respondent is estopped to defend himself on a 
reason of rejection not contained in the statutory notice 
of rejection, the two claims do differ in matters of sub¬ 
stance. 
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THE CLAIM OF JULY 13, 1009, DIFFERS IN 
MATTERS OF SUBSTANCE FROM THE PRE¬ 
CEDING CLAIM AND WAS THUS UNLAWFUL¬ 
LY REJECTED FINALLY ON THE FIRST AC¬ 
TION, AND THE EXAMINER THEREAFTER UN¬ 
LAWFULLY REFUSED TO RE-EXAMINE PE¬ 
TITIONER’S CASE, FOR WHICH REASON THE 
WRIT SHOULD ISSUE TO COMPEL SUCH RE¬ 
EXAMINATION. 

That the finally rejected claim was a new claim differ¬ 
ing in matter of substance from the preceding claim and 
thus unlawfully rejected finally on the first examination 
is shown by a comparison of the two claims which we 
quote as follows: 

CLAIM OP APRIL 3, 1900. 

A furnace comprising a casing, a fire pot lo¬ 
cated therein, a hood located upon the fire pot and 
having a single passage, a radiator surrounding 
the hood, said passage connecting the interior of 
the hood with the interior of said radiator, a pas¬ 
sage in alignment with the first said passage and 
communicating at one end with the interior of the 
radiator and at its other end with the exterior of 
the casing and a closure for the last said passage. 

CLAIM OF JULY 13, 1909. 

A furnace comprising a casing, a fire pot lo¬ 
cated thereon, a hood located upon the fire pot, a 
continuous radiator surrounding the hood and 
spaced therefrom, a passage bridging the space be¬ 
tween the hood and the radiator and connecting 
the interior of the hood with the interior of said 





radiator, a passage in alignment with the first said 
passage and communicating at one end with the 
interior of the radiator and at its other end with 
the exterior of the casing, and a closure for said 
passage. 

1 he Court will observe that the features of differences 
between the two claims have been italicized. The finally 
rejected claim differs, for example, from the preceding 
claim by stating, first, that the radiator is “continuous.” 
This is a structural limitation not appearing in the first 
claim. The finally rejected claim differs further from the 
preceding claim by stating that the radiator is spaced from 
the hood. This is a very important structural limitation 
not contained in the first claim. The finally rejected claim 
also differs from the preceding claim by stating that the 
passage between the hood and radiator bridges the space 
betzveen said hood and radiator. This is a structural 
limitation, as is shown by the fact that it is possible to 
provide a passage indirectly connecting the hood with the 
radiator, as by extending to a passage or jacket on the 
rear wall of the furnace which passage or jacket in turn 
is connected with the radiator. 

It will also be observed that the preceding claim called 
for a single passage from the hood, whereas the finally 
rejected claim contained no limitation as to the number 
of passages. 

It will be apparent therefore that the claim of April 3, 
1909, would be answered or infringed by a structure in 
which the radiator was mounted directly on the hood or 
in which the walls of the hood formed one wall of the 
radiator. The finally rejected claim would not. Similar¬ 
ly the claim of April 3, 1909, would be answered or in- 





20 


fringed by a furnace having a non-continuous radiator, 
whether it was mounted close to or away from the hood. 
The claim of July 13, 1009, would not. The claim of 
April 3, 1900, would be answered or infringed by a fur¬ 
nace having a passage indirectly connecting the hood with 
the radiator. 1 lie finally rejected claim would not, for 
the leason that the passage would have to extend directly 
across or bridge the space between the hood and the ra¬ 
diator. Moreover, the claim of April 3, 1909, would be 
answered or infringed by a furnace in which any one or 
all three of the above recited features of difference were 
omitted, whereas the finally rejected claim required not 
merely that one of said features shall be present, but that 
all three of them shall be present. Considering the above 
important structural differences between the two claims, 
it is denying the obvious to say that the finally rejected 
claim was not a new claim differing in matter of sub¬ 
stance from the preceding claim and to assert that it dif¬ 
fered merely in matter of form from the preceding. Nor 
does respondent assert this without qualification. 

As fuitlier showing that the finally rejected claim dif¬ 
fered in matter of substance from the preceding claim 
and was thus a new claim, unlawfully rejected finally on 
the first action, it is only necessary to point out that the 
claim of April 3, 1909, was rejected on the one patent to 
Hood, whereas the claim of July 13, 1909, was rejected 
on the three patents to Hood, Dickinson and Yates, show¬ 
ing that it was necessary for the Examiner to refer to the 
ueo additional patents to Dickinson and \ ates in order 
even to approximate the features of construction included 
in the claim of July 13, 1909, over the claim of April 3, 
1909. 
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That the claim of July 13, 1009, was a new claim and 
was thus unlawfully rejected finally on the first action 
is further shown by the fact that neither the Examiner 
in the letter of final rejection (Exhibit H, p. 14) nor the 
Commissioner of Patents, in his decision (Exhibit O, p. 
23), asserted that the claim of July 13, 1909, was the 
same in substance as that of April 3, 1909. On the con¬ 
trary, the Examiner and Commissioner both admitted 
that the latter claim contains “limitations” over the form¬ 
er claim, and the fact that both the Examiner and Com¬ 
missioner regarded the claim of July 13, 1909, as a new 
claim is shown by the additional fact that they based their 
rejection on the “Miller and “Perry” decisions in which 
the rejections were made final on the first action. 

1 hat the claim of July 13, 1909, was a new claim dif¬ 
fering in matter of substance from the preceding claim 
and that the final rejection on the first examination was 
thus unlawful, is further shown by the fact that in his 
answer to the petition for a writ of mandamus the re¬ 
spondent, the Commissioner of Patents, does not allege 
without qualification that the claim of July 13, 1909, is 
the same in substance as the preceding claim, but states 
merely that the said claim “was substantially the same as 
a claim submitted in an amendment filed April 3, 1909, 
which had been rejected by the Examiner in a letter dated 
April 21, 1909, differing therefrom merely by the inclu¬ 
sion of a limitation which was contained in original 
claims 7, 8 and 9, which had been rejected by the Exam¬ 
iner in view of the patents to Dickinson and Yates and 
had been cancelled by the applicant.” (Answer, p. 24.) 

The above language admits that there was a difference 
and that this difference constitutes a “limitation.” The 
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assertion that one of the limitations or matters of struc¬ 
ture of the claim of July 13, 1000, had been included in 
previous claims, in other combinations, does not prevent 
such structural features or limitations from constituting 
matters of substance. A matter of substance in a claim 
is not required to be some feature which had never be¬ 
fore been mentioned in the specification or claims. A 
combination claim may be made up entirely of elements or 
features, each of which taken separately, is old in the art, 
and yet be a novel and patentable claim, and thus an ad¬ 
ditional feature added to a claim may be a matter of sub¬ 
stance even if it has been before referred to. 

That the finally rejected claim was a new claim differ¬ 
ing substantially from the preceding claim is also shown 
by the new holdings or reasons of rejection which the Ex¬ 
aminer found it necessary to include in the final rejection 
and which he had not advanced against the preceding 
claim. 

The letter of final rejection in response to the third 
amendment, reads as follows: 

FINAL REJECTION. 

“This case has been considered as amended July, 
13, 1909. 

The claim is rejected on the patents to Hood, 
Dickinson and Yates, of record. It is held it would 
not require invention to form the radiator in Hood 
device entirely separate from the combustion 
chamber leaving a space between them on all sides 
of the combustion chamber in viezv of Yates and 
Dickinson. Nor woidd it require invention to 
place the fuel opening to the combustion chamber 
in the Yates dcince in line with the passage L lead¬ 
ing from the combustion chamber to the radiator 
in view of Hood. 






The ease is given a final rejection.” (Italics 
ours.) 

NEW REASONS OF REJECTION. 

The Court will observe that the above letter of final re- 
jection is unlawful because it includes new holdings or 
reasons of rejections (see italic matter) which had never 
before been given to the applicant. On receiving notice 
of these reasons of rejection the applicant should clearly 
have been given an opportunity to reply to them and to 
ask a reconsideration of the case in light of his reply. If 
the appellant had been able to show, in response to these 
reasons of rejection, that it did require invention to form 
the radiator in the Hood device entirely separate from the 
combustion chamber or that it did require invention to 
place the fuel opening to the combustion chamber in a line 
with the passage leading from the combustion chamber to 
the radiator, he would have been entitled to an allowance 
of the claim. The refusal of the Examiner to receive a 
reply from the appellant in response to the above final re¬ 
jection and to reconsider the case in the light of that reply 
constitutes a refusal of a ministerial duty or hearing to 
compel which the writ of mandamus will lie. The Com¬ 
missioner says that his refusal to direct the Examiner to 
reconsider the case in the light of appellant's reply to the 
final rejection was in the exercise of the discretion vested 
in him by law. Section 4903, however, gives him no dis¬ 
cretion. The section provides that he shall order the Ex¬ 
aminer to re-examine the case. 

In United States ex rcl. Motor Company vs. Moore, 
C. D., 1908, page 339, this Court said: 








‘‘In an cx parte case arising under Section 4903 
the applicant in the first instance has no knowledge 
as to the references and reasons of the rejection 
hy the Primary Examiner of his claim, and has 
no opportunity to he heard before action has been 
taken by that official. The notice of rejection con¬ 
tains his fitst information of what has taken place 
in the Patent Office. The statute, therefore, very 
properly provides in effect that upon the receipt 
of such notice, the applicant may have an oppor¬ 
tunity to meet the objections raised by the Pri¬ 
mary Examiner.” 

The above decision exactly fits the facts in this case. 
Petitioner s claim of July 13, 100!), was presented in good 
faith. It was accompanied hy an argument pointing out 
"h> it "as allowable. It differed in several matters of 
substance from the preceding claim. The first knowledge 
which petitioner received of the elaborate reasons of re¬ 
jection given by the Examiner was contained in the Office 
letter of Aug. 5, 1000. As stated by this Court, the stat¬ 
ute very properly provides in effect that upon receipt of 
such notice the petitioner should have had an opportunity 
to meet the objections raised by the Primary Examiner. 
That opportunity has been refused to this petitioner by 
both the Primary Examiner and the Commissioner of 
Patents and their refusal constitutes a denial of a minis¬ 
terial duty or hearing which they had no discretion to 

deny and which they should be compelled to accord to pc- 
titioner. 


REASON OF REJECTION NOT GIVKN. 

It is to lie particularly noted that the above notice of re¬ 
jection is also unlawful liecause it does not even hint that 
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the rejection is made final because the claim of July 13, 
1009, is held not to dififer in substance from the claim of 
April 3, 1909, because the limitations thereof had been 
included in other combinations in some of the original 
claims. In fact the claim of April 3, 1909, is not referred 
to in any Zixiy in the notice of rejection. As hereinafter 
set forth, we contend that the Commissioner is estopped 
to rely in this Court on any ground of rejection not set 
forth in the above notice of rejection. The reason for this 
is obvious. The statute provides that the applicant shall 
be notified of the “reasons” of rejection. This certainly 
means all the reasons. If the Commissioner can hold 
back any reason for rejection, applicants will have to ap¬ 
ply for writs of mandamus in order to develop the real 
reasons of the rejection. The purpose of requiring the 
Commissioner to notify the applicant “giving him briefly 
the reasons of rejection” is to enable the applicant to 
judge of the “propriety of renewing his application or of 
altering his specification” (Section 4903). If the real 
reason is held back, an applicant may renew his applica¬ 
tion in cases in which he would take an appeal if he were 
aware of the real reasons of the rejection and thought 
that these reasons had any weight. In the present case 
appellant was advised by his counsel that the rejection of 
the case based on the reasons given was clearly untenable 
and this is borne out by the fact that the Commissioner in 
the Court below did not rely on such reasons of rejec¬ 
tion, but defended himself on the new reason or ground 
that the claim which was finally rejected was the same as 
the preceding claim because the limitations thereof were 
shown in certain patents and had been mentioned in other 
combinations in some of the original claims. If peti¬ 
tioner had been aware of this position of the Office he 






would have had an opportunity to argue to the Primary 
Examiner that the two claims were different in scope or 
if he were convinced by the Office that they were the 
same in scope he could have taken his appeal. An ex¬ 
amination of the arguments which the petitioner sub¬ 
mitted to the Examiner shows that the question of the 
relative scope of the claims of April 3, 1009, and July 13, 
1909, was never mentioned. I)i other words , that ques¬ 
tion was never in issue in any way between the petitioner 
and the Examiner. It is an absolutely new reason of re¬ 
jection brought forth for the first time in the Court be¬ 
low for the purpose of confusing the issue and defending 
an otherwise indefensible action. 

RESPONDENT S DEFENSES. 

An analysis of respondent’s answer shows that all of 
the defenses are based on and can be boiled down to the 
one contention of the respondent: 

1 hat the claim presented in the amendment of 
July 13, 1909, and which was finally rejected Au¬ 
gust .), 1909, did not differ ‘in matters of sub¬ 
stance’ from that presented April 3, 1909, and re¬ 
jected April 21, 1909, since the difference con¬ 
sisted merely in certain verbal changes and in stat¬ 
ing that the radiator was ‘spaced from’ the hood, 
that this feature was shown in the patents already 
of record and which were referred to in the Office 
letter of August 5, 1909, and it was also included 
in original claims 7, 8 and 9, which were canceled 
after they were rejected on these same patents.” 

With the foregoing qualifications, respondent contends 
that the claim of July 13, 1909, did not differ in matter of 
substance from that presented April 3, 1909, and that it 
therefore was twice rejected, and being twice rejected, it 



v\ as ripe for appeal, and being ripe for appeal and no ap¬ 
peal having been taken within one year from the date of 
the final rejection, the case became abandoned, and that 
respondent’s action in holding, as above quoted, was in the 
exercise of discretion as vested in him by law, and that 
under such decisions as Gandy vs. Marble, 122 U. S., 432, 
holding that a bill in equity under Section 4015 was a 
continuation of the application for patent and should be 
brought within one year from the last action therein, the 
present petition for a writ of mandamus was filed too late, 
having been filed more than a year after the date of the 
final rejection. 

PETITION NOT FILED TOO LATE. 

This last contention about the petition being filed too 
late is easily disposed of for two reasons: 

First, because under Gandy vs. Marble, supra, and sim¬ 
ilar decisions, so long as the bill under Section 4915 was 
filed within one year from the last action on the applica¬ 
tion in the Patent Office, it was brought within proper 
time under Section 4894. The last refusal of the Patent 
Office to re-examine petitioner’s application occurred in 
the Commissioner’s decision dated March 26, 1910, and 
petitioner clearly had one year from that date in which 
to file his petition. 

Second. The petition for a writ of mandamus would 
have no standing whatever until the petitioner had ex¬ 
hausted all of his other remedies. Petitioner did not ex¬ 
haust his other remedies until he had twice asked the Ex¬ 
aminer to reconsider his unlawful refusal to re-examine 
petitioner’s application, and had then taken a petition to 
the Commissioner of Patents. If the petitioner had ap¬ 
plied for a writ of mandamus before the decision of the 




respondent on March 20, 1910, respondent would prompt¬ 
ly have had the petition dismissed on the ground that the 
petitioner had not exhausted his legal remedies as it was 
possible for him to take a petition to respondent in the 
Patent Office. 

The two requests for re-examination by the Examiner 
and the petition to the Commissioner were all taken with 
reasonable promptness and the present petition was filed 
in court within less than a year from the last refusal of 
the Patent Office to re-examine the case, namely, the Com¬ 
missioner’s decision of March 20, 1910, and thus falls 
clearly under the rule of Gandy vs. Marble. If this be 
not so, it can easily be imagined that through reasonable 
delays in prosecution and in handing down decisions in 
the Patent Office, a year might easily be consumed in se¬ 
curing two reconsiderations from the Examiner and se¬ 
curing a decision from the Commissioner on the petition 
and then a petitioner would be in the impossible position 
of not being able to file his petition for a writ of man¬ 
damus until he had exhausted all other remedies, and not 
being able to exhaust all other remedies within one year 
from the date of the final rejection, so that the petitioner 
would not be able to file his petition until such time as it 
was too late to file it. Justice manifestly would not tol¬ 
erate such condition of affairs. The petition was there¬ 
fore filed within ample time under Section 4894 of the 
Revised Statutes. 

RESPONDENT’S PRINCIPAL CONTENTION. 

Respondent’s sole remaining contention, namely, that 
the finally rejected claim was substantially the same as 
the preceding claim, FOR THE ELABORATE REA- 




SONS ABOVE QUOTED FROM RESPONDENT’S 
ANSWER, and that respondent’s action in so holding 
was in the exercise of the discretion vested in him by law, 
and that the final rejection of the claim of July 13, 1909, 
was thus lawful and should have been appealed from 
within one year from August 5, 1909, and that, not hav¬ 
ing been appealed, the case is abandoned, is easily disposed 
of: 

First. Respondent has no arbitrary right or discretion 
to refuse a re-examination of a new claim, differing in 
matters of substance from all preceding claims, and lie 
does not assert such right in his answer. 

Second. The letter or notice of the final rejection, 
dated Aug. 5, 1909, which notice was required to be given 
to the petitioner under Section 4903 and to contain “the 
reasons of rejection, together with such information and 
references as may be useful in judging of the propriety 
of renewing his application,” docs not even hint at such 
a reason of rejection and the Commissioner certainly 
could not ha\e exercised any discretion on a reason of 
rejection which was not in the mind of the Primary Ex¬ 
aminer at the time the final rejection was rendered. 

Third. Respondent in his decision of March 2 0 , 1910 
(Record, page 23), did not embody the reasons of re¬ 
jection, as above quoted, on which he defends himself in 
this Court. In that decision, the Commissioner says that 
the claim which was finally rejected differed from that 
previously presented only by reason of the statement that 
the radiator was spaced from the hood , and that such a 
construction “is shown in the patents to Yates and Dick¬ 
inson. He did not hold that such a construction was not 
a “matter of substance.” There is not a hint in either the 
final rejection of Aug. 5, 1909, or the Commissioner’s 
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decision of March 20, 1010, that the rejection was made 
final because of the elaborate reasons quoted from re¬ 
spondent’s answer. On the contrary, the reference to 
the Perry and Miller decisions by both the Commissioner 
and the Examiner shows that the rejection was intended 
as a final rejection on the first action of the claim, as was 
done in the Perry and Miller cases. It appears to us to be 
disingenuous for the respondent to try to convince this 
Court that the final rejection in petitioner’s case was an 
ordinary final rejection rendered on the second examina¬ 
tion of the claim, and we do not believe that the Court 
will be misled by this contention. If the finally rejected 
claim was the same in substance as the preceding claim, 
why was it necessary to reject it on the three patents to 
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Hood, Dickinson and Yates, when the preceding claim 
had only been rejected on the one patent to Hood? And 
why was it necessary to accompany this second rejection 
by the elaborate new reasons of rejection contained in the 
Office letter of May 5, 1000? And why was it that said 
Office letter of Aug. 5, 1000, contained no statement 
whatever that the finally rejected claim was anything in 
substance like any of the preceding claims? The only 
answer is that the Examiner did not regard the finally 
rejected claim as being the same in substance as the pre¬ 
ceding claim but, on the contrary, intentionally and de¬ 
liberately made his rejection final under the ruling in cx 
parte Miller on the first examination of this new claim. 
If this were not so. the Examiner would have included in 
the final rejection the usual formula or statement that “as 
the new claim is the same in substance as the preceding 
claim, this rejection is made final." 

The above form of rejection is commonly used in the 
Patent Office and its absence from the final rejection in 





the present case shows that the Examiner did not regard 
the two claims as being the same in substance, and that 
he therefore did not so decide, and not having so decided, 
there can be no question of discretion in the matter when 
the case went up on petition to the Commissioner. The 
Commissioner had no such question before him as the 
relative scope of the finally rejected claim and the pre¬ 
ceding claim. Accordingly, the respondent cannot con¬ 
tend that he exercised any discretion in the matter. 

Fourth. This Court will strip respondent’s pleadings 
of their verbiage and ascertain their substance. The sub¬ 
stance of respondent’s action in the Patent Office was to 
deny petitioner a re-examination of a new claim to which 
he was entitled under Section 4903. Respondent had no 
discretion to deny that hearing. He was required by the 
statute to give it, and his action in denying it to appli¬ 
cant, placed him outside the protection of the statute and 
rendered him amenable to the writ of mandamus. 

FIRST RIGHT IS A HEARING. 

In Steinmetz vs. Allen, 192 U. S., 543, the Supreme 
Court, speaking of the Commissioner of Patents, said: 

“His superintendence should be exercised to 
secure the rights which the statutes confer on in¬ 
ventors. The first of those rights is a hearing. If 
that be denied other rights cannot accrue.” 

The Court will observe that in petitioner’s case, the 
Commissioner instead of exercising his superintendence 
to secure the rights guaranteed to this petitioner under the 
statutes and vested in him by the filing of his application, 
has exercised his superintendence to deprive the petitioner 
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of his first right to a hearing without which other rights 
cannot accrue. 

In Butterworth vs. Hoe, 29 O. G.. 015, the Court in 
speaking of the discretion and judgment of the Commis¬ 
sioner, said: 


“That discretion and judgment are not arbi¬ 
trary. hut are governed by fixed rides of right , ac¬ 
cording to which the title of the claimant appears 
from an investigation, for the conduct of which 
ample and elaborate provision is made.” 

As the discretion and judgment of the Commissioner of 
Patents are not arbitrary but arc governed by fixed rides 
of right which are prescribed by Acts of Congress, it fol¬ 
lows that respondent has no discretion about giving a 
hearing to which an applicant is entitled under the statute. 
In other words, the Primary Examiner has no arbitrary 
r, ght to give a final rejection whenever he feels like it 
and to refuse a re-examination of the case following that 
arbitrary final rejection, and where the Examiner gives 
an arbitrary final rejection, the Commissioner has no dis¬ 
cretion to refuse to order the Examiner to re-examine the 
cast. 4 he Commissioner has no more arbitrary power to 
render a final rejection in a case which is not ripe for 
final rejection under Section 4903 than he has arbitrarily 
to declare an application abandoned. 

As stated by this Court of Appeals in U. S. ex rel. 
Newcomb Motor Co. vs. Moore, 1!)()S C. D., 332. 341 : 

It is no answer to the petition of appellant that 
the Commissioner deemed himself possessed of 
the authority he exercised, if no discretion in the 
premises was committed to him; and he was in 
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fact acting beyond his authority and without war¬ 
rant of law. (Garfield vs. U. S. cx rcl. Frost, 35 
W. L. R.. 771 ; 30 App. D. C.; E. S. cx rcl. Daly 
vs. Macfarland, 28 App. D. C., 552.)” 

In the present case, the respondent was clearly acting 
beyond his authority and without warrant in law, and 
being beyond bis authority, respondent cannot defend 
himself by saying that he deemed himself possessed of the 
authority he exercised. 

Section 4903 automatically determines when a final re¬ 
jection may lawfully be made final. Under said section, 
it the Examiner, on his first examination and rejection 
of a claim gives the applicant notice of all “the reasons 
for such rejection together with such information and 
references as may be useful in judging of the propriety of 
renewing his application,” he may then lawfully render a 
final rejection on his second examination, as he has al¬ 
ready given the applicant notice of all his reasons of re¬ 
jection and therefore has nothing to add to his position 
in rendering the second rejection. 

In the present case, however, where the Examiner in 
his notice of the second or final rejection included addi¬ 
tional reasons or holdings of which he had never pre¬ 
viously notified the applicant and added two patents which 
he had not cited against the preceding claim, he obviously 
was acting beyond his authority under Section 4903 in 
making the rejection final and thereafter refusing to re¬ 
examine the case. As this Court said in Newcomb Motor 
Co. vs. Moore, supra, the petitioner should have had “an 
opportunity to meet the objections raised by the Primary 
Examiner” for the first time in the Office letter of Au¬ 
gust 5, 1909. If the petitioner had been given an oppor- 
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tunity to meet those objections and had succeeded in 
meeting them he would have been entitled to an allow¬ 
ance. He was unlawfully refused the opportunity to 
meet those objections. Suppose that petitioner had ac¬ 
quiesced in this unlawful rejection and had appealed to 
the Board of Examiners-in-Chief, and had there success¬ 
fully answered the holdings or objections of the Exam¬ 
iner in the Office letter of August 5, 1009, and had thus 
secured the allowance of his case, he would not have ac¬ 
complished any more than would have been accomplished 
if the Examiner had granted him a re-examination. 

PETITIONER HAD NO PLAIN, ADEQUATE AND 

COMPLETE REMEDY. 

This brings us to the contention of the respondent that 
the petitioner is without standing in this Court because 
he had a plain, adequate and complete remedy by way of 
an appeal to the Board of Examiners-in-Chief and that, 
for the same reason, petitioner was not injured. This 
contention is wholly unsound. An appeal is to folloiv, 
not to take the place of the hearing before the Primary 
Examiner. Where petitioner under the statute is entitled 
to a hearing before the Primary Examiner for which he 
had paid his filing fee of $15, and the Primary Examiner 
unlawfully refuses that hearing, it is no remedy to the 
petitioner to pay $10 as an appeal fee and take his case 
up to the Board of Appeals. According to respondent’s 
contention, if the Board of Examiners-in-Chief refused 
to hear the appeal, petitioner would have a plain, adequate 
and complete remedy by acquiescing in that refusal, and 
paying $20 more as an appeal fee to the Commissioner. 
Then, if the Commissioner refused to hear the appeal, it 
would be a plain, adequate and complete remedy for pe- 





titioner to appeal to this Court. An appeal cannot take 
the place of the hearing before the Primary Examiner. 

MANDAMUS IS THE PROPER REMEDY. 

We deem it only necessary to refer to U. S. cx rcl. 
Steinmetz vs. Moore, 192 U. S., 543, to show that the 
writ of mandamus is the proper remedy to compel the 
Commissioner of Patents to grant a hearing which has 
been unlawfully denied to applicant. That the writ will 
issue where the respondent is acting without warrant in 
law is too well settled by numerous decisions of this Court 
to require any citation of authorities. 

In Moore, Commissioner of Patents, vs. Heany, C. D. 
1909, 494, this Court said: 

“It is only in cases where a hearing is refused 
a party, or the Commissioner refuses to perform a 
plain duty, or zeherc he undertakes to do an un¬ 
warranted act, for which there is no other ade¬ 
quate remedy that the courts are authorized to 
interfere by mandamus or injunction.” 

WRIT NOT INTENDED TO CONTROL DISCRE¬ 
TION OF EXAMINER. 

Petitioner is not asking for the writ of mandamus to 
compel the Primary Examiner to re-examine the case and 
decide it in any particular manner. All that petitioner 
seeks is a hearing or re-examination. After giving that 
hearing or re-examination, the Examiner will exercise his 
discretion or judgment in reaching a decision. 

IMPORTANCE OF FULL HEARING BEFORE PRI¬ 
MARY EXAMINER. 

As the Acting Commissioner of Patents said in cx parte 
Kelley, M. S. D., July 11, 1910: 
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“The office records are full of cases which have 
hecn again examined with a favorable result to 
the applicant after an apparent final adverse de¬ 
cision 


The above statement of the Acting Commissioner be¬ 
ing true, applicants must insist on their full hearing be¬ 
fore the Primary Examiner because when they are grant¬ 
ed the full hearing and given the opportunity under Sec¬ 
tion 4003 to reply to each and every objection of the Ex¬ 
aminer ot which they are given statutory notice and then 
to ask for a re-examination of the case in the light of their 
reply, it is usually unnecessary for them to take an appeal. 
Accordingly, it cannot be said that an appeal is a plain, 
adequate and complete remedy for an unlawful refusal of 
an Examiner to re-examine a case. 


INJURY. 


THE DENYING OF PETITIONER’S RIGHT TO 
A FULL HEARING BEFORE THE PRIMARY EX¬ 
AMINER IS AN INJURY FOR WHICH PETITION¬ 


ER HAS NO PLAIN, ADEQUATE AND COM¬ 
PLETE REMEDY EXCEPT BY A WRIT OF MAN¬ 


DAMUS. 


It is the denying of this full hearing for which peti¬ 
tioner has paid his filing fee that constitutes the injury 
complained of, and petitioner has no other plain, adequate 
and complete remedy except by a writ of mandamus to 
compel the Examiner to grant such a hearing, it being 
plainly not a complete remedy for applicants to take an 
appeal, because if the petitioner is given his full hearing 
before the Primary Examiner, it may not be necessary 
for him to take an appeal. 



NO APPEAL ON QUESTION OF PRACTICE. 


Respondent does not contend that petitioner had a 
plain, adequate and complete remedy by appeal from the 
decision of the Commissioner of Patents rendered March 
2C>, 1910 (Record, page 23). The law allowed no appeal 
from that decision and, on receiving the same, the peti¬ 
tioner had either to acquiesce in the action of the Patent 
Office in denying him a re-examination of his case or else 
to apply for the writ of mandamus, there being no other 
plain, adequate and complete remedy. 

CASE NOT ABANDONED. 

Respondent s contention that the petitioner s applica¬ 
tion is now abandoned, hardly requires separate discus¬ 
sion as it is entirely based on respondent’s contention that 
the finally rejected claim was the same in substance as the 
preceding claim for the elaborate reasons set forth in re¬ 
spondent s answer and had thus been twice rejected for 
which reason an appeal should have been taken to the 
Board within one year from the final rejection, and as 
no appeal was taken the case is abandoned. We have 
answered the respondent’s contention : 

First. By showing that the finally rejected claim dif¬ 
fered in matters of substance from the preceding claim 
and was accordingly rejected under the practice of “ex 
parte Miller, and not on the ground that it was the same 
in substance as the preceding claim. 

Second. That the final rejection was accompanied by 
new reasons of rejection which petitioner had a right to 
answer before the prosecution of the case was finally 
closed; and 




38 


Third. That the notice or letter of rejection contained 
no statement whatever of the reason of rejection on which 
the respondent now defends. 

hor the reasons above stated, respondent’s contention 
that petitioner’s case is abandoned must fall with his main 
contentions. The Primary Examiner has no more right 
to declare a case finally rejected when it is not ripe for 
final rejection under Section 4903 than he has arbitrarily 
to declare a case abandoned. The sustaining of this con¬ 
tention of respondent would be a holding by this Court 
in effect that the Commissioner has the power arbitrarily 
to declare a case abandoned by the indirect means of ar¬ 
bitrarily rendering a final rejection and then ignoring all 
other communications from the applicant until the ex¬ 
piration of a year. 

Our contention in this case is that there has never been 
a final rejection and that there cannot be a final rejection 
until the conditions of the statutes are satisfied, and that 
because there has never been a lawful final rejection of 

the application, it is just as much alive today as it ever 
was. 

THE SUPERINTENDENCE OF THE COMMIS¬ 
SIONER SHOULD BE EXERCISED TO SECURE 
THE RIGHTS OF INVENTORS AND NOT TO DE¬ 
PRIVE THEM OF THEIR RIGHTS, AND A 
DOUBT AS TO AN APPLICANT’S RIGHT TO A 
RE-EXAMINATION, LIKE A DOUBT AS TO HIS 
RIGHT TO A CLAIM, SHOULD BE RESOLVED 

IX HIS FAY OR. U. S. ex rel. Steinmetz vs. Moore, 
supra. 

There is no question that the patent statutes are al¬ 
ways liberally construed in favor of inventors, their pur¬ 
pose being lO ENCOURAGE the development of sci- 







ence and the useful arts. As the Supreme Court said in 
the Steinmetz case, the FIRST RIGHT guaranteed to 
the inventor under the statutes is a hearing. IF THAT 
BE DENIED OTHER RIGHTS CANNOT ACCRUE. 
Petitioner in the present application was permitted to 
amend his case THREE times and was then given a final 
rejection accompanied by a number of new reasons of 
rejection together with a neie combination of the refer¬ 
ences, the patents to Hood, Dickinson and Yates, having 
never before been combined with each other against a 
single claim. Considering the liberal manner in which 
the majority of applications filed in the Patent Office are 
examined and re-examined—some cases like the Seldon 
and Berliner applications, being permitted to remain pend¬ 
ing in the Patent Office for fifteen or sixteen years—can 
the respondent contend that this petitioner has received 
any liberality whatsoever? Are applicants to be met with 
final rejections on the THIRD amendment hereafter, 
especially when the letter of final rejection is crowded 
with new reasons which the Examiner feels that he must 
put on the record, simultaneously with the closing of the 
prosecution, in order to make his position perfectly clear? 

RESPONDENT’S BRIEF. 

In his brief below, the respondent admitted the neces¬ 
sity for two rejections of the claim if it differed in mat¬ 
ters of substance from the preceding claim, as follows: 

“The purpose of requiring two rejections as a 
prerequisite to an appeal, or stating the same thing 
in other words, of allowing a final rejection only 
when the claim presented for consideration is the 
same as that previously rejected or does not differ 


\ 



40 

therefrom in matters of substance, is in order that 
the question of the patentability of the invention 
as claimed may he fully considered by the Primary 
Examiner in the light of any argument that the 
applicant may present against the reasons for re¬ 
jection given” 

Applying the above argument to the final rejection of 
Aug. 5, 1009, it seems plain that under the respondent’s 
admissions, the petitioner is entitled to the writ. Peti¬ 
tioner is entitled to have the question of the patental >ility 
of his invention considered by the Examiner in the light 
of his argument or answer to the reasons of rejection 
given FOR THE FIRST TIME in the letter of final re¬ 
jection. How the Primary Examiner could expect to 
consider the case in the light of applicant’s reply to the 
elaborate holdings or reasons of rejection given for the 
first time in the letter of final rejection, is a mystery. 

Respondent in his brief below sums up the reasons why 
the petition should be dismissed, as follows: 

‘hirst. Because the action of the Commissioner 
of Patents complained of was taken within the ex¬ 
ercise of his discretion as authorized by law and 
therefore cannot be controlled by mandamus. 

Second. Because the application has become 
abandoned through failure to take proper action 
within one year from the date of final rejection or 
to show that the failure to take such action was 
unavoidable. 

I bird. Because the action of the Commissioner 
of Patents in finally rejecting the claim presented 
July 13, 1909, was clearly proper under the rules 
and the statutes, and applicant’s remedy, if he con¬ 
sidered the claim patentable, was by appeal from 








the action of the Primary Examiner to the Board 
of Examiners-in-Chief under the provisions of 
Section 4900 of the Revised Statutes.” 

In answer to the first paragraph of respondent s con¬ 
clusion of his brief, it is only necessary to point out that 
the Commissioner has no discretion to refuse a hearing 
re-examination which is provided for by the statute. 
Petitioner does not seek by mandamus to control the de¬ 
cision of the Examiner on the re-examination, but merely 
to force him to re-examine the case. 

Second. I hat the Commissioner cannot be said to have 
exercised any discretion on a reason of rejection not set 
forth in the notice of rejection and that the relative scope 
of the finally rejected claim and the preceding claim was 
never in issue in any way between the petitioner and the 
Primary Examiner; and 

Third. That the fact that respondent deemed himself 
possessed of the authority he exercised, is no answer to 
the petition, when he was in fact acting beyond his au¬ 
thority. If the Commissioner were vested with the au¬ 
thority or discretion above claimed by him, it would be 
possible for him to deny a hearing on the first or second 
action on an application and then defend himself before 
this Court on the ground that his refusal was in the ex¬ 
ercise of the discretion vested in him by law. 

As to the second ground of justification urged by the 
Commissioner, namely, that the petitioner’s application is 
abandoned, it is only necessary to point out again that the 
Commissioner has no arbitrary power to declare an ap¬ 
plication abandoned; that abandonment cannot be pre¬ 
dicated on an unlawful final rejection; and that this con¬ 
tention is based on the same reasoning as the preceding 
ground and must stand or fall therewith. 





As to the third conclusion of respondent, it was ob¬ 
viously unlawful for the Primary Examiner to make his 
rejection of Aug. 5, 1909, final in view of the fact: 

That the claim of July 13, 1909, was a new claim dif¬ 
fering in matter of substance from the preceding claim; 
that it was rejected on three patents whereas the preced¬ 
ing claim had only been rejected on one patent; that the 
letter of final rejection contained the first notice that the 
three patents to Hood, Dickinson and Yates had been 
combined with each other against a single claim, said pat¬ 
ents having never before been combined with each other 
or all cited against a single claim; that the notice of final 
rejection contained elaborate new holdings or reasons of 
rejection which had not previously been given to peti¬ 
tioner and which he should have been permitted to answer 
and then request a re-examination of the case in the light 
of his answer; and that the letter of final rejection con¬ 
tained no notice of the elaborate reasons of final rejec¬ 
tion given by respondent in his answer to the petition. 

NO DELAY IN PROSECUTION. 

In his brief below, the respondent said: 

“It may not be amiss to point out here that there 
are certain patent attorneys who advertise that 
they will obtain a patent or refund the fee paid for 
the prosecution of the application. It is obvious 
that it is to the interest of such attorneys to post¬ 
pone a final rejection of the claims as long as pos¬ 
sible. for it is not until such final rejection that the 
applicant will be entitled to demand the return of 
his fee under such an agreement.” 

We have no doubt that if the Commisioner of Patents 


43 


will apply the so-called rule in “ex parte Miller” in such 
cases as are above pointed out, wherein effort is being 
made to postpone final rejection and to take a year’s delay 
on each rejection, his action will not be called in question. 
What petitioner complains of is the unlawful action of 
respondent in attempting to make a rule in such extreme 
cases as he refers to and then applying that rule indis¬ 
criminately in other cases wherein the prosecution is be¬ 
ing pushed promptly and in good faith. 

What possible relevance can the above remarks of re¬ 
spondent’s counsel have to petitioner’s case in which 
three prompt amendments accompanied by earnest and 
full arguments showing why the case should be allowed 
were made by petitioner. In answer to the first rejection 
of December 8, 1908, the case was amended on Feb. 15, 
1909, practically two months later. In answer to the sec¬ 
ond rejection of March 5, 1909, the case was amended 
April 3, 1909, less than one month later. In answer to 
the third rejection of April 21, 1909, the case was amend¬ 
ed July 13, 1909, less than three months later. Yet the 
respondent holds that this is an ex parte Miller case and 
attempts to infer that an attempt is being made to delay 
a final rejection. Considering that petitioner could have 
lawfully waited one year to answer each of the three 
rejections instead of amending promptly as he did, the 
argument of respondent is irrelevant. 

In the present case, the petitioner, Frank S. Lang, is 
the president of the Lang Manufacturing Company, of 
Seattle, Wash., one of the largest stove manufacturing 
concerns west of the Rockies, and the prosecution of his 
case has been pushed vigorously and promptly at all times. 

At the hearing below, the respondent referred to the 
decision in ex parte Perry, 140 O. G., 1001, as an extreme 
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example of the practice of postponing final rejection, 
which “cx parte Miller” was intended to cure. That re¬ 
spondent’s contention is wholly unsound is shown by the 
fact that in the Perry case, the longest delay which ever 
occurred in responding to an Official action was a period 
of three ami one-half months from September 20, 1900, 
to January 15, 1000. The Perry case was amended twelve 
times, the following being a schedule of the rejections and 
amendments in said case : 

First rejection June 0, 1007; amended Aug. 1, 1007, 
less than two months later. 

Second rejection Aug. (1,1007; amended Sept. 14, 1007, 
less than two months later. 

Third rejection Sept. 24, 1007; amended Oct. 17, 1007, 
less than one month, 21 days later. 

Fourth rejection Nov. 18, 1007; amended Nov. 23, 

1007, five days later. 

Fifth rejection Nov. 27, 1007; amended Dec. 10, 1007, 
thirteen days later. 

Sixth rejection Dec. 13, 1007; amended Jan. 14, 1008, 
one month and one day later. 

Seventh rejection Jan. 18, 100S; amended Mar. 18, 

1008, turn months later. 

Eighth rejection Mar. 23, 1008; amended Apr. 5, 1008, 
twelve days later. 

Ninth rejection Apr. 11, 1008; amended May 11, 1008, 
one month later. 

Tenth rejection May 10, 1008; amended Aug. 4, 1008, 
two and one-half months later. 

Eleventh rejection Aug. 8, 1008; amended Sept. 24, 
1008, one month and fourteen days later. 

Twelfth rejection Sept. 20, 1908; filed petition Jan. 15, 
1000, three and one-half months later. 


45 


Petition denied Feb. 9, 1909, less than one month later. 

Filed motion for rehearing Feb. 25, 1909, less than one 
month later. 

If the attorneys in the Perry case had been trying to de¬ 
lay the prosecution thereof or, as respondent intimates, 
unlawfully to postpone a final rejection, would they have 
answered the fourth rejection in five days or the fifth 
rejection in thirteen days, or the eighth rejection in twelve 
days, or the eleventh rejection in one month and fourteen 
days? The twelve amendments could have been stretched 
lawfully over a period of tivelve years, yet they were 
made in about one year ami a half. 

The foregoing analysis of petitioner’s application and 
of the Perry case shows why it has l>een necessary to 
bring petitioner’s application before this Court for relief. 
As before stated, if respondent would confine the rule in 
i( ex parte Miller” to cases in which the records show that 
attempts are being made to delay the final rejection, by 
immaterial amendments tendered at the end of the year 
following the last rejection, his action would not be 
brought in question, but when the Patent Office lays down 
a rule like “ex parte Miller” in an extreme case, and then 
applies it in such cases as petitioner’s in which the whole 
record is eloquent of the fact that the application was 
being promptly and earnestly and vigorously prosecuted 
with the single end in view of securing an allowance at 
the earliest posible date, then it becomes necessary for the 
legality of respondent’s action to be passed on by a court 
of competent jurisdiction, in order that applicants may 
not be unlawfully deprived of their right to a hearing. 

If respondent insists on broadening the rule in 
ex parte Miller so as to make it apply to and 
include cases like petitioner’s application, that rule can 








never stand under the statutes, and if respondent thinks 
that such rule as ex parte Miller is necessary to the work 
of the Patent Office, and we by no means deny that such 
a rule is necessary, then respondent should restrict it to 
the class of cases in which it may apply, namely, those 
cases in which an immaterial action or amendment is 
presented at the end of the year following a rejection, the 
purpose l)eing unlawfully to delay a final rejection of the 
case, and to burden the Patent Office with useless labor. 

With the rule in cx parte Miller broadened to the ex¬ 
tent to which it has been broadened in petitioner’s case, 
it is clearly invalid under the statute. 

RULE IN EX PARTE MILLER INVALID. 

In considering the legality of the rule in “ex parte 
Miller as applied in petitioner’s case, it is significant 
that while 4 ex parte Miller has revolutionized the practice 
of the Patent Office, upsetting methods of examinations 
which have prevailed for half a century and authorizing 
Examiners to reject claims finally on the first examina¬ 
tion even though said claims differ in matters of substance 
from preceding claims, yet neither the statutes nor the 
Rules of Practice of the Patent Office hare been amended 
or changed. 1 he reason is obvious. The statutes can 
only be changed by Congress. The rules can only be 
amended irith the approval of the Secretary of the In¬ 
terior. Respondent has not secured the sanction of Con¬ 
gress or of the Secretary of the Interior to validate the 
rule in “cx parte Miller.” This rule cannot be valid be¬ 
cause it is inconsistent with the statutes and the Rules of 
Practice as approved by the Secretary. Some of the 
points of inconsistency are as follows: 








First. The rule in ex parte Miller as applied in the peti¬ 
tioner s case authorized the Primary Examiner to render a 

final rejection on the first examination of a new claim, dif¬ 
fering in matters of substance from the preceding claim. 
Yet Section 4909, R. S., and Rule 134 of the Rules of 
Practice still provide that there must have been tzvo re¬ 
jections of the claims as originally presented or if amend¬ 
ed in matters of substance of the amended claims, as a 
condition precedent to appeal. Moreover, Section 4903 
still provides that “Whenever, on examination, any claim 
(meaning any claim differing in matters of substance 
from all preceding claims) is rejected * * * and the 
applicant persists in his claim * * * the Commissioner 
shall order a re-examination of the case.” The rule in 
cx parte Miller is thus invalid for inconsistency with Sec¬ 
tions 4903 and 4909 and Rule 134. 

Second. The rule in ex parte Miller authorizes the Ex¬ 
aminer to render a final rejection accompanied by new 
reasons of rejection and then to refuse to receive an 
amendment or to re-examine the case in the light of the 
applicant s reply to the reasons of rejection given. Yet 
Rule (>b of the Patent Office Rules of Practice still pro- 
\ ides that the applicant has a right to amend before or 
after the first rejection or action, and he may amend as 
often as the Examiner presents new references or rear¬ 
sons of rejection” The rule in ex parte Miller is accord¬ 
ingly invalid because it is inconsistent with Rule 68. 

Third. The rule in ex parte Miller authorized the Ex¬ 
aminer to render a final rejection for the reason that: 

“the claim presented in the amendment of July 
13, 1909, and which was finally rejected August 
T>, 1909, did not differ in ‘matters of substance’ 
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from that presented April 3, 1000, and rejected 
April 21, 1000, since the difference consisted 
merely in certain verbal changes and in stating 
that the radiator was ‘spaced from* the hood, that 
this feature was shown in the patents already of 
record and which were referred to in the Office 
letter of August 5, 1000, and it was also included 
in original claims 7, 8 and 0, which were cancelled 
by applicant after they were rejected on these 
same patents.” 

and to omit said reason from the notice of final rejection. 
Vet Section 4003 still provides that whenever a claim is 
rejected, “the Commissioner shall notify the applicant, 
(jiving him briefly the reasons for such rejection together 
with such information and references as may be useful in 
judging of the propriety of renewing his application or 
of altering his specification,” and Rule 05 still provides 
that “the reasons for such rejection will be fully and 
precisely stated, and such information and references will 
be given as may be useful in aiding the applicant to judge 
of the propriety of prosecuting his application.” The 
rule in ex parte Miller is therefore invalid, because in¬ 
consistent with Section 4903 and Rule 05. 

Fourth. 1 he rule in ex parte Miller as embodied in ex 
parte Miller, C. D. 1909, 23, authorized the E xaminer to 
refuse to enter an amendment containing new claims and 
then to reconsider and finally reject the claims already 
standing in the case, thus giving two examinations icith- 
out receiving any intervening reply from the applicant , 
the second examination of the claims in the case beimr 
unrequested as shown by the fact that the applicant di¬ 
rected that said claims be canceled. Yet Section 4903 
still provides that a claim shall be re-examined only when 
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the applicant “persists” therein, and Rule 69 still pro¬ 
vides that “in order to be entitled to the reconsideration 
provided for in Rules 65 and 67, the applicant “ must make 
request therefor in ivriting The rule in ex parte Miller 
is thus invalid for inconsistency with Section 4903 and 
Rule 69, and because it takes the control of the prosecu¬ 
tion of a case out of the applicant’s hands and deprives 
an applicant of the right which the statute gives him of 
tendering an issue to the Examiner, and asserts on behalf 
of the Patent Office the right to act in a case after hazing 
denied the applicant's right to act therein. 

CONCLUSION. 

1. The final rejection of August 5, 1909, was unlaw¬ 
ful : 


A. Because it was rendered on the first exam¬ 
ination of a new claim differing in matters of sub¬ 
stance from the preceding claim; 

B. Because it was accompanied by or based on 
new reasons of rejection which petitioner had a 
right, first, to answer, and second, to require a re¬ 
examination of the case in the light of his answer. 

C. Because the letter of rejection did not con¬ 
tain notice of the reason of rejection on which re¬ 
spondent relies in this Court. 

D. Because it was based on the rule in ex parte 
Miller which is invalid because inconsistent with 
the statutes and Rules of Practice of the Patent 
Office. 

2. The final rejection being unlawful, respondent was 
unwarranted in law in refusing to order a re-examination 
of petitioner’s case. 
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3. Petitioner has no plain, adequate and complete rem¬ 
edy except by way of a writ of mandamus to compel such 
re-examination. 

4. Petitioner does not seek to control the discretion or 
judgment of the Examiner, but merely to compel him to 
enter an amendment and re-examine the case. 

Respectfully submitted, 

W. H. C. Clarke. 
Attorney for Appellant. 

C. A. Snow & Co., 

Of Counsel. 
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OCTOBER TERM, 1911. 


No. 2329. 


Special Calendar No. 16. 


United States ex rel. Frank S. Lang, Appellant, 

v . 

Edward B. Moore, Commissioner of Patents, 

Appellee. 


BRIEF FOR THE COMMISSIONER OF PATENTS. 


May it please the Court: 

This is an appeal from the judgment of the Su¬ 
preme Court of the District of Columbia, by Justice 
Barnard, dismissing the relator’s petition for man¬ 
damus against the Commissioner of Patents. 

10045—11-1 
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The petition prayed that the Commissioner of 
Patents be required to set aside a final rejection 
entered in an application filed by relator, to enter 
an amendment filed therein after such final rejec¬ 
tion, and to order a further examination of the 
application. 

HISTORY OF THE CASE. 

Relator's application was filed on November 23, 
1908; the invention disclosed therein was a hot-air 
furnace and contained the parts common to all such 
furnaces; namely, a fire pot, a radiator, smoke fine, 
and means for leading the hot air to the apartments 
desired to be heated. 

The application as filed contained nine claims 
which were supposed to particularly point out “ the 
part, improvement, or combination which applicant 
claims as his invention or discoverv.” On Decern- 
her 8, 1908, the primary examiner in charge of this 
application rejected all these claims in view of 
certain patents cited. In particular, claim 7 was 
rejected on the patent to Dickinson in view of other 
patents cited, and claims 8 and 9 were rejected as 
defining nothing patentable over the patent to 
Yates. Applicant, evidently recognizing the cor¬ 
rectness of this action, amended the application on 
February 15, 1909, by canceling all the claims and 
inserting three claims in place thereof. On March 
5, 1909, the examiner rejected these three claims, 
claims 1 and 2 being rejected on the patent to Hood 






in view of the patent to Yates, which had been pre¬ 
viously cited. Applicant again acquiesced in this 
rejection, amended the case on April 3, 1909, by 
directing the cancellation of the three claims pre¬ 
viously rejected, and presenting one claim in lieu 
thereof. This claim the examiner rejected on 
April 21, 1909, as defining nothing patentable over 
the patent to Hood, previously cited, pointing out 
why the claim stated no invention over this patent. 
Applicant again amended the application on July 
13, 1909, by canceling the rejected claim and pre¬ 
senting a new claim in place thereof. On August 
5, 1909, the examiner rejected this claim on the 
patents to Hood, Dickinson, and Yates, all of which 
were of record, and he made his rejection final. 
The effect of this final rejection was to put the case 
in condition for appeal to the examiners in chief. 

On October 16, 1909, applicant presented an¬ 
other amendment directing that an addition be 
made to the specification, that the claim last re¬ 
jected be canceled, and that a new claim he 
entered in lieu thereof. This amendment the ex¬ 
aminer refused to enter, as the case was under 
final rejection. On December 10, 1909, applicant 
filed a request for reconsideration of this action, 
which reconsideration was refused by the examiner 
on January 15, 1910. In this letter the examiner 


stated that the final rejection of August 5, 1909, 
was proper, and stated further that the claim pre¬ 
sented in the amendment of December 10, 1909, 
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had no basis in the original disclosure, pointing out 
his reasons for the latter statement. 

Applicant thereupon petitioned the commissioner 
to require the examiner to set aside* his final re¬ 
jection and to enter the amendment filed October 
16, 1909, and proceed with the examination of the 
case. This petition was denied by the commissioner 
on March 26, 1910. The petition for mandamus 
was filed December 13, 1910 (record, p. 1), and, as 
stated above, it seeks to compel the commissioner to 
require the examiner to set aside his final rejection, 
to enter the amendment filed October 16, 1909, and 
proceed with the examination of the case. 

In response to the rule to show cause why the 
writ should not issue as prayed in the petition, re¬ 
spondent filled an answer (Rec., p. 24), and there¬ 
upon the relator filed a motion for a peremptory 
writ notwithstanding the return (Rec., p. 27). 

This motion was argued before Justice Barnard, 
who, on June 21, 1911, rendered an opinion over¬ 
ruling the motion (Rec., pp. 27-32), and on the 
same day a judgment was entered discharging the 
rule and dismissing the petition (Rec., p. 32). 

EXAMINATION OF APPLICATIONS FOR PATENT—STATU¬ 
TORY REQUIREMENTS AND PRACTICE IN THE PATENT 
OFFICE. 


As relator contends that the final rejection given 
in his application was not warranted by the statutes 
and rules of practice of the Patent Office, reference 
is made to the statutes and rules relating to the 




filing of applications for patent and the prosecu¬ 
tion of such applications. 

Sections 4886 to 4892, inclusive, of the Revised 
Statutes state who may obtain patents and what 
is required of an applicant as a prerequisite to 
obtaining a patent. Sections 4893, 4903, and 4909 
of the Revised Statutes provide for the examination 
of an application for patent by the Commissioner 
of Patents, the right of an applicant to reexamina¬ 
tion, and his right of appeal to the board of ex¬ 
aminers in chief. These sections read as follows: 

Sec. 4893. On the filing of any such ap¬ 
plication and the payment of the fees re¬ 
quired by law, the Commissioner of Patents 
shall cause an examination to be made of the 
alleged new invention or discovery; and if 
on such examination it shall appear that the 
claimant is justly entitled to a patent under 
the law, and that the same is sufficientlv use- 
ful and important, the commissioner shall 
issue a patent therefor. 

Sec. 4903. Whenever, on examination, any 
claim for a patent is rejected, the commis¬ 
sioner shall notify the applicant thereof, 
giving him briefly the reasons for such rejec¬ 
tion, together with such information and 
references as may be useful in judging of 
the propriety of renewing his application or 
of altering his specification; and if, after re¬ 
ceiving such notice, the applicant persists in 
his claim for a patent with or without alter- 
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ing his specifications, the commissioner 
shall order a reexamination of the case. 

Sec. 4909. Every applicant for a patent or 
for the reissue of a patent, any of the claims 
of which have been twice rejected, and every 
party to an interference, may appeal from 
the decision of the primary examiner, or of 
the examiner in charge of interferences in 
such case, to the board of examiners in 
chief; having once paid the fee for such 
appeal. 

Section 483 of the Revised Statutes reads as fol¬ 
lows : 


Sec. 483. The Commissioner of Patents, 
subject to the approval of the Secretary of 
the Interior, may from time to time establish 
regulations, not inconsistent with law, for the 
conduct of proceedings in the Patent Office. 


I nder the provisions of this section the Commis¬ 
sioner of Patents has established certain rules of 
practice in the Patent Office, and these rules have 
been duly published. Rules 63 to 69, inclusive, re¬ 
late to the examination of applications, and rules 
133 and 134 relate to appeals from the action of the 
primary examiner to the board of examiners in 
chief. Rule 65 follows the language of section 4903, 
Revised Statutes, above quoted. Rule 68 reads in 
part as follows: 


68. The applicant has a right to amend 
before or after the first rejection or action; 
and he may amend as often as the examiner 




presents new references or reasons for rejec¬ 
tion. In so amending the applicant must 
clearly point out all the patentable novelty 
which he thinks the case presents in view of 
the state of the art disclosed bv the refer- 
ences cited or the objections made. He must 
also show how the amendments avoid such 
references or objections. 

After such action upon an application as 
will entitle the applicant to an appeal to the 
examiners-in-chief (rule 134), or after such 
appeal has been taken, amendments cancel¬ 
ing claims or presenting those rejected in 
better form for consideration on appeal may 
be admitted; but the admission of such an 
amendment or its refusal, and any proceed¬ 
ings relative thereto, shall not operate to 
relieve the application from its condition as 
subject to appeal, or to save it from aban¬ 
donment under rule 171. If amendments 
touching the merits of the application are 
presented after the case is in condition for 
appeal, or after appeal has been taken, they 
may be admitted upon a showing, duly veri¬ 
fied, of good and sufficient reasons whv tliev 
were not earlier presented. From the re¬ 
fusal of the primary examiner to admit an 
amendment a petition will lie to the com¬ 
missioner under rule 145. 


Rule 133 provides that every applicant for patent 
any of the claims of whose application have been 
twice rejected for the same reason upon grounds 
involving the merits of the invention may appeal 
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to the examiners in chief upon the payment of a 
fee of $10. Rule 134 reads as follows: 

134. There must have been two rejections 
of the claims as originally filed, or, if 
amended in matter of substance, of the 
amended claims, and all the claims must 
have been passed upon, and except in cases 
of division all preliminary and intermediate 
questions relating to matters not affecting 
the mei its of the invention settled, before 

the case can be appealed to the examiners 
in chief. 

RESPONDENT S ANSWER—DECISION OF SUPREME COURT. 

Ill his answer respondent averred that the claim 
finally rejected on August 5, 1900, did not differ 
in niattei of substance from the one previously pre¬ 
sented and rejected; that his action in deciding 
that the final rejection was proper was in the exer¬ 
cise of his discretion as authorized by law, and, 
further, that since the petition was not brought 
within one vear from the* final rejection of August 
o, 1909, and was not accompanied by a showing 
that the failure to so bring it was unavoidable, the 
application had become abandoned under the pro¬ 
visions of section 4894 of the Revised Statutes. 

The court below did not pass upon the question 
of abandonment, but held that there had been no 
substantial amendment, and that the action of the 
commissioner in so deciding was not controllable 
by mandamus, since this was a question the deci- 


9 


sion of which was within the exercise of the author¬ 
ity and discretion given to the officials of the Patent 
Office. 

PETITION FOR MANDAMUS FILED LATE—NO SHOWING IN 
EXCUSE OF DELAY—APPLICATION ABANDONED. 

Section 4894 of the Revised Statutes reads as 
follows: 

All applications for patents shall be com¬ 
pleted and prepared for examination within 
one year after the filing ( ,f the application, 
and in default thereof, or upon failure of the 
applicant to prosecute the same within one 
year after any action therein, of which 
notice shall have been given to the applicant, 
they shall be regarded as abandoned by the 
parties thereto, unless it be shown to the 
satisfaction of the Commissioner of Patents 
that such delay was unavoidable. 

A\ bile there have been no decisions, so far as can 
be discovered, holding that this section is applicable 
to cases like the present, it was held by the Supreme 
Court of the United States in Gandy v. Marble 
(122 U. S., 432) that it is applicable to actions 
brought under the provisions of section 4915 of 
the Revised Statutes to compel the issuance of a 
patent which had been refused by the commissioner 
and the Supreme Court of the District of Columbia. 
In affirming a decision dismissing a bill brought 
under this section more than two years after a 
decision of that court affirming the action of the 
Patent Office in refusing a patent (at that time an 

10045—11 - 2 
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applicant was allowed by section 4894, Revised 
Statutes, two years in which to take action) the 
court said: 

In the present case there would be no com¬ 
pliance with the requirements of law, in view 
of the delav for more than two vears, unless 
it be shown to the satisfaction of the court 
that the delay was unavoidable. The juris¬ 
diction of the application being transferred, 
pro tan to, to the court, by virtue of the bill in 
equity, it can not adjudge that tin* applicant 
is entitled, according to law, to receive a pat¬ 
ent, unless he shows to the satisfaction of the 
court that the delay was unavoidable, under 
an allegation to that effect in the bill. The 
presumption of abandonment, under section 
4894, unless it is shown that the delay in 
prosecuting the application for two years 
and more after the last prior action, of which 
notice was given to the applicant, was un¬ 
avoidable, exists as fully in regard to that 
branch of the application involved in the 
remedy by bill in equity as in regard to any 
other part of the application, whether so 
much of it as is strictlv within the Patent 
Office or so much of it as consists of an ap¬ 
peal to the Supreme Court of the District of 
Columbia under section 4911. The decision 
of the court on a bill in equity becomes, 
equally with the judgment of the Supreme 
Court of the District of Columbia on a direct 
appeal under section 4911, the decision of the 
Patent Office, and is to govern the action of 
the commissioner. It is, therefore, clearly a 






branch of the application for the patent, and 
to be governed by the rule as to laches and 
delay declared by section 4894 to be attendant 
upon the application (p. 440). 

Similar reasoning would seem to require that the 
piesent petition which seeks to compel the commis¬ 
sioner to order further examination of relator’s ap¬ 
plication should have been brought within one year 
from the date of the final rejection, or that a suffi¬ 
cient excuse should.have been offered fen* the failure 
to do so. 

Rule 171 of the Rules of Practice of the Patent 
Office reads, in part, as follows: 

Prosecution of an application to save it 
from abandonment must include such proper 
action as the condition of the case may re¬ 
quire*. I he admission of an amendment 
not responsive to the last official action, or 
refusal to admit the same, and any proceed¬ 
ings relative thereto, shall not operate to 
save the application from abandonment un¬ 
der section 4894 of the Revised Statutes.- 


Within one year from the final rejection of 
August 5,1909, applicant filed an amendment which 
the examiner refused to enter, a request for recon¬ 
sideration of this refusal and a petition to the com¬ 
missioner, but no appeal was filed from the final 
rejection. The petition for mandamus was not 
filed until December 13,1910. Underthe rule above 
quoted, which if not inconsistent with law has all 
the force of law, the proceedings taken within the 



year were insufficient to save the case from aban¬ 
donment. Can this petition, filed after the ex¬ 
piration of the year, save it from that fate in the 
absence of any showing that delay in tiling was 
unavoidable? 

In his brief appellant argues that such a holding 

would enable the commissioner to arbitrarilv de- 

•> 

clare applications abandoned by delaying action 
on petitions, such as that tiled in this application. 
Section 4894, however, does not provide that an 
application is abandoned if not acted on within a 
year after anv action therein, but only that it is 
abandoned under such circumstances unless the de¬ 
lay is shown to have been unavoidable. Obviously 
in a case such as appellant suggests the record 
would show to the satisfaction of the court that the 
failure to file the petition for mandamus within 
one year from the final rejection was unavoidable. 
In the present case the final rejection is dated Au¬ 
gust 5, 1909, and the decision of the commissioner 
is dated March 26, 1910. The petition for man¬ 
damus was not filed until December 13, 1910, and 
is accompanied by no showing whatever in excuse 

for the delav. 

% 

DISCRETION OF THE COMMISSIONER. 

The rule of law is well settled that a mandamus 
will not issue to control the discretion of a public 
officer where he is authorized bv law to exercise his 
discretion, but only to compel the performance of 
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some plain or clear ministerial duty. In the deci¬ 
sion of the Supreme Court of the United States in 
Bed field v. Window (137 U. S., 636), the author¬ 
ities are cited and the rule stated as follows: 

The principles upon which persons hold¬ 
ing public office may be compelled by a writ 
of mandamus to perform duties imposed by 
law have been distinctly defined and strictly 
adhered to in a great number and variety 
of cases before this court. (Marburg v. 
Madison, 1 Cranch, 137; Kendall v. United 
States, 12 Pet., 524; Decatur v. Paulding, 
14 Pet., 497; Brashear v. Mason , 6 How., 92, 
101; Goodrich v. Guthrie , 17 How., 284; Ex 
parte I)c Groot , 6 Wall., 497; Georgia v. 
Stanton , 6 Wall., 50; Gaines v. Thompson, 
7 all., 347; 1 nited States v. Seaman, 17 
How., 225, 230; Ex parte Bradstreet, 7 Pet., 
634; Harrington v. Holler, 111 U. S., 796; 
Bccside v. Walker, 11 How., 272, 290; 
United States v. Sehurz, 102 U. S., 378, 394, 
395; Butter worth v. lloe, 112 U. S., 50; 
United States ex ret . Dunlap v. Black, 128 
U. S., 40.) 

That principle is that the writ of manda¬ 
mus may issue where the duty, which the 
court is asked to enforce, is plainly minis¬ 
terial and the right of the party applying 
for it is clear and he is without any other 
adequate remedy; and it can not issue in a 
case where its effect is to direct or control 
the head of an executive department in the 
discharge of an executive duty involving the 
exercise of judgment or discretion. The doc- 
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trine to be gathered from these eases, as 
well those in which mandamus was granted 
as those* in which it was refused, especially 
from the two leading cases, Kendall v. 
United States (supra) and Decatur v. 
Paulding (supra), is thus enunciated in 
United States ex rel. Dunlap v. Black 
(supra) by Mr. Justice Bradley, who de¬ 
livered the opinion of the court: 

The court will not interfere bv man- 
damns with the executive officers of the Gov¬ 
ernment in the exercise of their ordinary 
official duties, even where those duties re¬ 
quire an interpretation of the law, the court 
having no appellate power for that purpose; 
but when they refuse* to act in a case* at all, 
or when, by special statute*, or otherwise, a 
mere ministerial duty is impose*el upon 


them—that is, a service* which thev are bound 

to perform without further question—then 

if the*v refuse* a manelamus mav lx* issued 
• • 

to compel them " (p. 48). 


That the* ele*cisions of the* Commissioner of Pat¬ 


ents upon applications for pate*nt are judicial or 
Quasi judicial ele*te*rminations is well e*stablished. 
In the* case* of Butterwortli v. United States ex rel. 
Hoe (112 U. 8., 50), the Supreme Court of the 
t niteel States saiel regarding such decisions 
(p. 59): 


The questions of fact arising in this field 
find their answers in every department of 
physical science, in every branch of mechan¬ 
ical art; the questions of law necessary to 
be applied in the settlement of this class of 
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public and private rights have founded a 
special branch of technical jurisprudence. 
The investigation of every claim presented 
involves the adjudication of disputed ques¬ 
tions of fact, upon scientific or legal prin¬ 
ciples, and is therefore essentially judicial 
in its character. 


And further (p. 67) : 

That it was intended that the Commis¬ 
sioner of Patents, in issuing or withholding 
patents, in reissues, interferences, and exten¬ 
sions, should exercise quasi judicial func¬ 
tions, is apparent from the nature of the 
examinations and decisions he is required to 
make, and the modes provided bv law, ac¬ 
cording to which, exclusively, they may be 
reviewed. 


A similar holding was made in the case of United 
States v. Duett (172 U. S., 576), in which the court 
said (p. 586) : 

Now, in deciding whether a patent shall 
issue or not, the commissioner acts on evi¬ 
dence, finds the facts, applies the law, and 
decides questions affecting not only public 
but private interests; and so as to reissue, or 
extension, or on interference between con¬ 
testing claimants; and in all this he exercises 
judicial functions. 

It is self-evident that section 4909 of the Revised 
Statutes does not mean that a claim must be twice 
presented in exactly the same words before it can 
be finally rejected; in other words, it is not intended 
as a prerequisite to an appeal to the examiners in 






chiof that the claim must have been insisted upon 
by the applicant without any amendment whatso¬ 
ever. Rule 134, which is based upon section 4909, 
provides that as a prerequisite to an appeal there 
must have been two rejections of a claim as origin¬ 
ally filed, or if amended “ in matters of substance,” 
of the amended claim. In determining whether a 
claim is such, in view of the record of the case, that 
a final rejection may be properly entered, notwith¬ 
standing the fact that the claim is not identical with 
a claim previously presented, the commissioner acts 
within his discretion as authorized by law and 
under the decisions above cited, such action is not 
controllable by mandamus. 

Xo appeal is provided from a decision of the 
Commissioner of Patents holding that a final rejec¬ 
tion was not prematurely entered, but that fact 

does not render his action controllable bv man- 
damns. 

In the case of The United States c.r ret. The ;Stale 
of South Corot inn v. Seymour, Commissioner of 
Patents (2 App. D. C., 240, 06 O. G„ 1167), in 
which it was held that mandamus would not lie to 
compel the Commissioner of Patents to register a 
trade-mark (the trade-mark law then in force did 

not provide for an appeal to this court), this court 
said: 

It is settled beyond question that man¬ 
damus will not lie, save in a plain case and 
where there is no other legal remedy. And 
this, it may be, has caused some of the pre- 
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vailing misunderstanding of another—a still 
more important—principle, that is equally 
well settled, viz, that under no circumstances 
can the writ of mandamus be made to op¬ 
erate as a writ of error. 

To the judiciary department is intrusted, 
generally, the interpretation of the laws, the 
determination of rights, and the application 
of remedies, and with the strong sense of 
their duties and obligations in this regard it 
is sometimes difficult for the courts to prop¬ 
erly appreciate the fact that the executive 
department is charged with perfectly inde¬ 
pendent duties not alone by the supreme law, 
but also by legislation thereunder, which re¬ 
quire the ascertainment of facts, involve the 
interpretation of laws, and in many respects 
call for the exercise of judgment and discre¬ 
tion by officers who are not required to be 
lawyers. And this independence is so com¬ 
plete that no matter how gross an error may 
be committed or however ill advised the ac¬ 
tion of an executive officer may be in the 
execution of these duties the courts are, 
nevertheless, powerless to interfere where no 
appc(d to them is given. Public and private 
interests mav suffer in instances, and rights 
mav sometimes be denied; but these alone do 
not authorize the interference of the courts 
with the duties of executive officers. 


Greater evils could not exist under our 
system of government than would follow the 
usurpation by the judiciary of powers not 
intrusted to them. (Italics mine.) 
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NO AMENDMENT IN MATTER OF SUBSTANCE-FINAL 

REJECTION IN ACCORDANCE WITH THE STATUTES AND 
, RULES. 

As already pointed out. it is obvious that the 
statute does not mean that a claim can be finally re¬ 
jected only when presented in exactly the same 
language as that of a claim previously rejected, but 
that such action may be taken as provided in rule 
1.34 when a claim which has been rejected is not 
amended in matter of substance. Any other con¬ 
struction would put it in the power of an applicant 
to continue his case in the Patent Office indefinitely 
by merely changing the wording of the claim. 

Claims i, ,s. and 9 of this application as originally 
piesented stated that the radiator which surrounds 
the hood over the fire pot was spaced from this 
hood. These claims were rejected by the examiner 
m view of the patents to Dickinson and Yates. 
Each of these patents shows a hot-air furnace in 
which the radiator is spaced from the hood over 
the file pot. Applicant evidently recognizing that 
the claims were not patentable over the references 
cited, presented new claims, none of which was 
directed to this feature of the spacing of the radi¬ 
ator from the hood. The claim presented in the 
amendment of April 3, 1909, did not refer to this 
featuie, and the claim presented in tin* amendment 
of July 13. 1909, which was finally rejected in the 
action of August 5, 1909, differed therefrom only 
in one or two verbal changes and in specifving that 


19 


the radiator was spaced from the hood. This will 
appear clearly from a comparison of the two 
claims, which read as follows: 


Chinn presented Apnl 3, 

1909; rejected April 

21, 1909. 

A furnace comprising 
a casing, a lire pot lo¬ 
cated therein, a hood 
located upon the lire pot 
and having a single pas¬ 
sage, a radiator sur¬ 
rounding the hood, said 
passage connecting the 
interior of the hood with 
the interior of said radi¬ 
ator, a passage in align¬ 
ment with the first said 
passage and communi¬ 
cating at one end with 
the interior of the radi¬ 
ator and at its other end 
with the exterior of the 
casing and a closure for 
the last said passage. 


Cl a ini presented J uhj 13, 

1909; finally rejected 

Anyust o, 1909. 

A furnace comprising 
a casing, a fire pot lo¬ 
cated thereon, a hood 
located upon the lire 
pot, a continuous ‘radi¬ 
ator surrounding the 
hood and spaced there¬ 
from, a passage bridging 
the space between the 
hood and the radiator 
and connecting the in¬ 
terior of the hood with 
tin* interior of said radi¬ 
ator, a passage in align¬ 
ment with the first said 
passage and communi¬ 
cating at one end with 
the interior of the radi¬ 
ator and at its other end 
with the exterior of the 
casing and a closure for 
said passage. 


Appellant contends that there has been a substan¬ 
tial amendment, and in support of such contention 
points out that the claim which was finally rejected 
specifies that the radiator is “continuous,” and 
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that it is “ spaced from the hood.” An inspection 
of tlie drawings will show that the addition of the 
word “continuous” adds nothing to the claim, 
since m ol der for the radiator to surround the hood| 
as stated in the claim presented April 3, 1909, it 
must be continuous. Specifying that the radiator is 
spaced fom the hood is not an amendment in matter 
of substance, for the record will show that claims 
"liich included this feature were rejected on the 
patents to Dickinson and Yates, and were canceled 
lu view thereof. It was incumbent upon appellant, 
therefore, in amending his application to take 
uotice of these patents and to so amend the claims 
as to avoid them unless he was prepared to take 
issue with the examiner as to their pertinence and 
have the prosecution of the case before that official 
closed. As pointed out in the answer of the ex¬ 
aminer to the petition of the Commissioner (Rec., 

1». 21) and the decision of the Commissioner (Rec.' 

P- 2,>), the citation of these references constituted 
no new ground for rejection. 

Appellant further contends that by reason of the 
finality of the rejection of August 5, 1909, he was 
deprived of the right to show to the examiner that it 
did require invention to space the radiator from the 
h«'od. That there is no merit in this contention is 
show n b\ the fact that in the amendment filed after 
the final rejection no attempt was made to show that 
the rejection of August 5, 1909, was erroneous, but 
that a new claim was presented which is not even 
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supported by the original disclosure, as will at once 
appear from a comparison of the claim with the 
original disclosure, and as was pointed out by the 
examiner in his letter of January 15, 1910 (record, 

p. 18). 

RIGHT TO RELIEF SOUGHT DOUBTFUL. 

One of appellant’s assignments of error is based 
on the following statement in the opinion of Justice 
Barnard: 

On considering the whole case, the right of 

the relator to the relief asked for by him is 

so doubtful that the court must hesitate to 

interfere bv writ of mandamus. 

%/ 

It is well settled, however, that a writ of manda¬ 
mus will not be issued in a doubtful case. (High’s 
Extraordinary Remedies, secs. 9 and 10; Merrill on 
Mandamus, secs. 56 and 57; Board of Comrs. of 
Knox Co. v. As pin wall et oL, 24 How., 376, 383; in 
re Key, 189 U. S., 84; United States v. Duett , 172 
U. S., 576., 582.) In the last case cited the court 
said: 

Nothing is better settled than that the writ 
of mandamus will not ordinarily be granted 
if there is another legal remedy nor unless 
the duty sought to he enforced is clear and 
indisputable. (Italics mine.) 

DECISION IN EX PARTE MILLER. 

A large part of appellant’s brief is devoted to an 
attack upon the validity of the rulings made by the 
Commissioner of Patents in ex parte Miller (139 





O. G., 730; 1909 C. D., 23); ex parte Perry (140 
O. G., 1001; 1909 C. D., 49), and ex parte Miller 
(150 O. G., 827; 1910 C. D., 15). 

The character of these decisions is believed to be 
immaterial to the question whether the writ of man¬ 
damus should be issued, and the court below did not 
find it necessary to pass upon their validity. A 
consideration of these decisions will, it is submitted, 
show that the rulings therein are not contrary to 
the statutes and rules, but strictly in conformity 
therewith, and it is submitted that, if the propriety 
of the final rejection in relator's application is to be 
tested by these rulings, it will be apparent from the 
record that such final rejection was not premature 
and that the refusal of the commissioner to set it 
aside was proper, since the examiner did not find 
it neeossarv to cite anv new references or give anv 
new reasons for that rejection. 

Prior to the rendering of the first of the decisions 
referred to there had, through a verv liberal and 
loose interpretation of the statutes and rules, grown 
up a practice of allowing an applicant to present 
claim after claim which in no way distinguished 
from the 1 references of record or avoided the 
reasons assigned bv the examiner for holding the 
claims unpatentable, and of not entering a final 
rejection and bringing the prosecution of the case 
to a close until such time as the applicant saw fit to 
ask for reconsideration of the claim or claims pre¬ 
viously rejected. 
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In the first Miller case (139 O. G., 730) the ex¬ 
aminer, in rejecting certain claims which did not 
avoid the references which were of record and 
which had been fully discussed, called the attention 
of the applicant to rule 68 of the Rules of Practice 
and advised him that his right of amendment had 
been exhausted, since it had not been found neces¬ 
sary to cite new references against the claims or 
advance new reasons for rejection. Applicant 
thereafter presented seven new claims which in the 
opinion of the examiner did not avoid the refer¬ 
ences cited. The examiner refused to enter this 
amendment and finally rejected the claims pre¬ 
viously rejected. On petition this action was sus¬ 
tained bv the commissioner. In the decision refer- 
ence is made to sections 4903 and 4909 of the 
Revised Statutes, and to rules 65, 66, 68, and 134 of 
the Rules of Practice, and it is pointed out that the 
object of the provisions of the statutes and the rules 
is to give an applicant full opportunity to present 
claims covering the novel features of the invention, 
but not to present claims which in no way advance 
the prosecution of the case. 

After quoting rule 68, which reads in part as 
follows: 


68. The applicant has a right to amend 
before of after the first rejection or action, 
and he mav amend as often as the examiner 
presents new references or reasons for rejec¬ 
tion. In so amending the applicant must 
clearly point out all the patentable novelty 







which he thinks the case presents in view of 
the state of the art disclosed by the refer¬ 
ences cited or the objections made. He must 
also show how the amendments avoid such 
references or objections, 

the commissioner said: 


It is to be observed that rule 68 requires 
that in amending the applicant must clearly 
point out all the patentable novelty which 
he thinks the case presents in view of the 


« 11^ ( references cited or the 


objections made, and under the terms of 
these rules he has the right to present fur- 
th( 1 amendment only when * k the examiner 
presents new references or reasons for rejec¬ 
tion/’ It is therefore believed that where 
the amendments or reasons presented by an 
applicant in response to an action by the 
office do not necessitate the citation bv the 


examiner of 


additional references or reasons 


the applicant s right to further prosecution 
of the application is at an end, and the per¬ 
mission of further amendment is within the 


discretion of the office. 


and, after pointing out that the obvious purpose of 
the statutes and the rules is to bring about a clear 

understanding between the applicant and the exam¬ 
iner, said: 

As stated by the Court of Appeals of the 
District of Columbia in United States, ex 
rel. The Newcomb Motor Company v. Moore 
(130 O. G., 302; 30 App. D. C., 464) : 

“ I 11 an ex parte case arising under section 
4903 of the Revised Statutes the applicant in 







the first instance has no knowledge as to the 
lefeiences and reasons of rejection by the 
primary examiner of his claim, and has no 
opportunity to he heard before action has 
been taken by that official. The notice of re- 
j( (tion contains his first information of what 
has taken place in the Patent Office. The 
statute, therefore, very properly provides in 
effect that upon receipt of such notice the ap¬ 
plicant may have an opportunity to meet the 
objections raised by the primary examiner.” 

Tf such objections have been answered or 
amendment to the application lias been made 
to avoid the references or objections, but 
such argument or amendment clearly fails, 
in the opinion of tlie examiner, to accomplish 
this pm pose, the reason for further discus¬ 
sion or amendment ceases to exist, and the 
applicant is entitled thereupon to such ac¬ 
tion as will promptly give him the right to 
appeal pro\ ided for by section 4909, Revised 
Statutes. 

It is recognized that heretofore it has been 
the general practice of this office to permit an 
applicant to amend his claims as long as the 
terms or scope of the claims were modified 
and until the examiner had a second time re¬ 
jected the claims presented in substantially 
identical language. (Ex parte Winchester, 
C. 14., 1880. 92: ex parte Griswold, C. D., 
1890,13; ex parte Pfoffer, C. I)., 1894,11.) 

For the reasons above stated I am of the 
opinion that such a procedure is not justified 
by the provisions of either the statutes or 





the rules. It is believed that a liberal policy 
in permitting amendments should be pur¬ 
sued, but that such liberty should not amount 
to a license to permit applicants to retain 
cases in this office indefinitely. By restrict¬ 
ing the acceptance of amendments presented 
in cases falling in the latter class the prog¬ 
ress of applications would be facilitated, 
since the office would be relieved of the 
burden of repeatedly examining claims pre¬ 
sented only for the purpose of prolonging 
the lives of such cases and would conse¬ 
quently be able to give more speedv and 
thorough consideration to applications con¬ 
taining meritorious claims without depriv¬ 
ing any applicant of the full consideration 
of his case provided for by the statutes and 
Rules of Practice of this office. 

In e.r parte Perry, the action of the examiner in 
finally rejecting claims not the same as those pre¬ 
viously presented, but which did not avoid the ref¬ 
erences already of record, was held to be right. 
After stating the history of the case, which showed 
that applicant had had ample opportunity to pre¬ 
sent claims differentiating from the references, it 
was said: 


It is clear from the history of this case, 
above recited, that an issue has been reached 
between the examiner and applicant as to 
the patentability of the invention disclosed 
in this application. The applicant has had 
ample opportunity to differentiate his al¬ 
leged invention from that disclosed in the 



references of record. Having failed to do 
so, and also having been unable to convince 
the examiner by argument of the patent¬ 
ability of any claim presented, or, indeed, 
of the patentability of the invention dis¬ 
closed in this application, there appears to 
be no reason for further continuing the 
prosecution of the application before the ex¬ 
aminer. It is unreasonable that in an appli¬ 
cation covering an invention susceptible of 
but a single claim, as appears to be the case 
in this instance, since but one claim has been 
before the office at anv one time since the 
first rejection, twelve actions upon the part 
of the examiner and an equal number by the 
applicant are necessary to bring the case to 
an issue, and I fail to perceive any good 
reason why the applicant should insist that 
even after such consideration he is entitled 
to further delay final action upon the case. 
The practice of repeatedly filing amend¬ 
ments which can serve no purpose except to 
prolong the life of the cast*, or which are pre¬ 
sented in the hope of wearying the examiner 
into allowing a claim upon the ground that 
because of its specific character it can do no 
harm, can not be too strongly condemned. 

A similar ruling was made in the second Miller 
case. 

Appellant refers to the fact that the rejection 
was made final on the fourth action by the office, 
but obviously whether the rejection should have 
been made final can not be determined by the num¬ 
ber of amendments and rejections, but from the 
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character of the actions. In the present case the 

examiner had not found it necessary to cite new 

references or reasons and an issue had been reached 

as to the patentability of the device disclosed in the 
application. 


CONCLUSION. 

It is submitted that the petition for the writ of 
mandamus was properly dismissed. 

First, because the application has become aban¬ 
doned through failure to take proper action within 
onefVear from the date of final rejection or to show 

that the failure to take such action was unavoid- 
able; 


Second, because the action of the Commissioner 
of Patents complained of was taken within the 
exercise of his discretion as authorized by law and 
therefore can not be controlled by mandamus; 

Third, because the action of the examiner ’in 
finall\ rejecting the claim presented July 13, 1909, 
was clearly proper under the rules and the statutes' 
and applicant’s remedy, if he considered the claim 
patentable, was by appeal from the action of the 
primary examiner to the board of examiners in 

chief under the provisions of section 4909 of the 
Revised Statutes. 


Respectfully, 

Robert F. Whitehead, 

( ounsel for the Commissioner of Patents. 
September 22. 1911. 
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